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I. INTRODUCTION 

 Defendants
1
 submit this memorandum in opposition to Plaintiffs’ motion for summary 

judgment for trademark infringement in violation of the Lanham Act’s Section 32 (the 

“Motion”).  In order to prove a claim for trademark infringement, a plaintiff must demonstrate 

that: (1) it has a valid mark, and (2) the defendant’s use of that mark is likely to cause consumer 

confusion.  Summary judgment findings for a plaintiff are disfavored in trademark infringement 

cases because the likelihood of confusion analysis is fact-intensive.  As one court stated, 

“summary judgment [in trademark infringement cases] cannot be granted merely upon perusal of 

affidavits, except in those rare instances where the facts are so black and white in nature that it 

can be stated unequivocally that there is no genuine issue as to any material fact and no issues to 

be resolved at trial.”  National Color Labs., Inc. v. Philip’s Foto Co., 273 F. Supp. 1002, 1004 

(S.D.N.Y. 1967).   

 Plaintiffs seek summary judgment on their trademark infringement claims; however, the 

facts simply are not at all “black and white” in their favor.  Instead, the evidence overwhelmingly 

demonstrates that Plaintiffs have not proven, and cannot prove, their infringement claims.  At a 

minimum, there are genuine issues of material fact as to whether Defendants’ use of the term 

“Navajo” created a likelihood of confusion.  As such, Plaintiffs’ Motion must, respectfully, be 

denied. 

                                                 

1
 The Defendants are Urban Outfitters, Inc. (“Urban Outfitters”), Urban Outfitters 

Wholesale, Inc., Anthropologie, Inc. (“Anthropologie”), and Free People of PA LLC (“Free 

People”) (collectively, “Defendants”). 
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II. STATEMENT OF DISPUTED FACTS 

The following purported facts presented by Plaintiffs as “undisputed” are, in fact, 

disputed and/or are not supported by the record: 

1. In response to Plaintiffs’ claims in Statement of Fact (“SOF”) No. 1, Defendants 

dispute that there is admissible evidence to support Plaintiffs’ bald assertions that they “have 

used NAVAJO as a mark for 150 years” (emphasis added) and that they continue to use it as a 

trademark for, inter alia, jewelry, clothing and accessories.  The Swope Declaration does not 

support those statements as it relies solely on the writings of Erika Bsumek, which comprise 

inadmissible hearsay.  ECF 293, ¶¶ 2-4.  The assertions by Albert Damon (ECF 306) attempting 

to show use of the “Navajo” mark in the U.S. from the 1800s are unsupported by admissible 

documentary evidence showing use of “Navajo” as a trademark.  Virtually all of Plaintiffs’ 

remaining allegations of use relate to actions taken after the filing of the Complaint.  ECF 292 at 

§ 1.B ¶¶ A-N.  Thus, those allegations actually support a finding that Plaintiffs’ use of the term 

as a mark began only recently and only after the institution of this lawsuit in 2012. 

2. Defendants dispute the allegations in SOF No. 2.  Plaintiffs concede that only 10 

of their 108 registered “Navajo” trademarks are actually at issue, and it appears that only three of 

them even issued before 2005.  ECF 246, ¶ 22
2
; ECF 295-1.  Plaintiffs’ remaining allegations 

                                                 

2
 They are U.S. Trademark Registration Nos. 2,061,748, 2,237,848, 2,573,986, 

2,976,666, 3,602,907, 3,787,515, 3,787,518, 3,793,381, 3,829,700 and 3,846,651.  Id. 
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rely on bald assertions by Albert Damon, which are, in turn, not supported by any evidence of 

record.  See ECF 306, ¶ 10-31, 34. 

3. Defendants object to the allegations in SOF No. 3 to the extent that they rely on 

statements of Barbara McGough, which are not supported by documentary evidence. See ECF 

262.  In addition, the allegations are irrelevant insofar as they lack any specificity as to time 

and/or relate to sales that allegedly occurred after the filing of this lawsuit.   

4. Defendants object to the allegations in SOF No. 4 to the extent that they rely on 

the unsupported statements of Harrison Tsosie and Barbara McGough.  See ECF 246, ¶ 11 and 

262, ¶ 16.  In addition, the cited 1989 testimony of NACE and the statements contained within 

the referenced newspaper article comprise inadmissible hearsay.  See ECF 261-2 and 454-1. 

5. The allegations in SOF No. 5 are irrelevant insofar as they lack any specificity as 

to time.  Moreover, there is no evidence that any of the retailers identified were actually 

authorized to use the term “Navajo” or that they even used the term “Navajo” as a mark. 

6. Defendants object to the allegations in SOF No. 6 to the extent that they recite 

conclusions of law rather than statements of fact.  For example, the statement that the Nation’s 

five incontestable “Navajo” marks “are conclusively presumed valid” is a conclusion of law.  

Moreover, even if that conclusion were true, the marks are not, in fact, valid; they are generic.  

7. The allegations in SOF No. 7 are not relevant.  Plaintiffs’ contentions concerning 

the fame of “the Navajo” refer to the fame of the tribe, as opposed to the fame of the term 
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“Navajo” as a trademark.  Moreover, the conclusions of Gail Stygall are the subject of a motion 

in limine  See ECF 357. 

8. Defendants dispute the allegations in SOF No. 8.  Although unsupported, it is the 

Plaintiffs (not the Defendants) who take the position that the Nation and the Defendants are 

competitors.  Other than citing Plaintiffs’ own position, Defendants have never taken a position 

in this litigation that the parties are competitors. 

9. Defendants dispute the allegations in SOF No. 9.  Plaintiffs’ allegation that 

“Defendants marketed and sold products using the ‘Navajo’ mark through retail stores, the 

Internet, and catalogs” is a legal conclusion that Defendants used the term “Navajo” as a 

trademark.  And, no Defendant admitted “to using…‘Navajo’ [as a] mark in commerce.”  

Defendants’ position, as supported by the evidence, is that the term “Navajo” is generic and that 

they used the term as a descriptor.  Further, but for products on which the term “Navajo” 

appeared on tags placed on the products by third party supplier Obey, the Defendants did not use 

the term “Navajo” in retail stores.  See ¶ 22 – 25, infra. 

10. Defendants dispute the allegations in SOF No. 10.  Plaintiffs’ claim that Urban 

Outfitters and Free People “used the ‘Navajo’ mark” is a legal conclusion that those two 

defendants used the term “Navajo” as a trademark.  To the contrary, it is Defendants’ position, 

supported by the evidence of record, that the term “Navajo” is generic and that they used the 

term as a descriptor. 
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11. Defendants dispute the allegations in SOF No. 11.  Plaintiffs’ allegation that 

Anthropologie “used the ‘Navajo’ mark” is a legal conclusion that Anthropologie used the term 

‘Navajo’ as a trademark.  To the contrary, it is Anthropologie’s position, supported by the 

evidence of record, that it used the term only as a descriptor.  Moreover, it was Urban 

Outfitters’s understanding that its marketing affiliates had ceased use of the term “Navajo.”  See 

Ex. A to the Alcantara Decl. (Hartman Dep., p. 554). 

12. Defendants object to the allegations in SOF No. 12 to the extent that they relate to 

use of “Navajo” by “second-hand sellers,” such as eBay, and not any Defendant to this litigation. 

13. Defendants dispute the allegations in SOF No. 13 to the extent they suggest that 

Plaintiffs have built any goodwill or reputation in the term “Navajo” as a trademark.  Moreover, 

to the extent that the term “Navajo” acquired any goodwill as a mark, the evidence of record 

demonstrates that Plaintiffs did not maintain any standards or procedures to ensure quality 

control and/or authenticity.  Contrary to Plaintiffs’ statements, Mr. Brader, the President of 

Navajo Jeans, Inc. (“NJI”) n/k/a Navajo Brands Holding, Inc. (“NBHI”), which entity had the 

exclusive right to use and then license the “Navajo” mark worldwide for clothing (see ECF 351-

2, Brader Dep. (individual), p. 16-17 and ECF 352, excerpts of Brader deposition Ex. 5), 

conceded that none of the goods sold by NJI or NBHI were ever made by Navajos.  See ECF 512-

7 (Brader Dep. (individual), p. 15). 

In addition, Plaintiffs have allowed the term “Navajo” to be used for decades by a 

multitude of retailers without Plaintiffs’ authorization.  Starting well before the filing of this 
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lawsuit, a myriad of retailers other than Defendants have used and continue to use the term 

“Navajo” in connection with the sale of clothing, jewelry and accessories.  See Frank Report, 

ECF 367-1, at p. 38-40 and 51-63 and attached Exs. C, D and G (ECF 368-2, 368-3, 368-4, 368-

5, 369, 369-1, 369-2, 369-3, 370, 370-1, 370-2, 370-3, 371, 371-1, 371-2, 372-2, 372-3, 373, 

373-1, 373-2 and 373-3).  In a mere 3-day period in April 2014, over 130 different Internet web 

sites other than Defendants’ websites sold over 300 products using the term “Navajo” in the 

name of the product.  See Frank Report, ECF 367, p. 39-40 and attached Ex. D (ECF 368-5 to 

371-2).  The Squire-Holder Declaration additionally shows 55 different nationally prominent 

retailers such as Levis, French Connection, 6pm, Amazon, Barneys, Belk, Bluedame, Bluefly, 

Brooks Brothers, eBay, Footlocker, Gap, Gilt, JCrew, Kohls, Lids, Lord and Taylor, Neiman 

Marcus, Nine West, Nordstrom, QVC, Saks Fifth Avenue, Sears, Skechers, True Religion Brand 

Jeans, Yahoo, Zappos, Boticca, Claires and Louis Vuitton, selling over 400 “Navajo” products, 

including:  “Navajo Necklace,” “Geometric Beaded Navajo Earrings,” “Long Antiqued Navajo 

Feather Necklace,” “Vintage Havana Navajo Knit Top,” “Girls Navajo Hoodie,” “Navajo Black 

Scarf,” “Navajo Blues Stretch Denim,” “Navajo Dress,” “Navajo Western Bead and Feather 

Raffia Hat,” “Old Trend Navajo Leather Trim Small Backpack,” “Simplicity Navajo Leggings,” 

“Navajo Heel,” and “Boys Navajo Skull Graphic Tee,” just to name a representative sample. 

ECF 374-1 to ECF 422-1.  Plaintiffs have produced no evidence showing that any of these 

companies were licensed or “authorized” to use the “Navajo” mark before this lawsuit was filed.  

Indeed, of the many dozens of Internet websites cited by Defendants, Plaintiffs can identify only 

eight retailers who allegedly used the “Navajo” mark with Plaintiffs’ authorization. See ECF 

470, p. 25.   
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14. Defendants dispute the allegations in SOF No. 14.  No Defendant used the term 

“Navajo” with any intent to trade off the purported goodwill or reputation in Plaintiffs’ alleged 

“Navajo” mark.  To the contrary, as representatives of Urban Outfitters and Anthropologie 

testified, they used the term “Navajo” as a descriptor because it had been widely adopted by the 

fashion industry to describe a type of style or print.  See ECF 483-1 (Hartman Dep., p. 220); 483-

2 (Albright Dep., p. 263).  Defendants knew that the “Navajo” trend had existed for years and 

that the term had been used across the fashion world, including in magazines and blogs.  See 

ECF 483-1 (Hartman Dep., p. 138); 483-2 (Albright Dep., p. 262-263); 483-3 (Hayne Dep., p. 

247). 

Additionally, with respect to a few select items, Free People used the term in connection 

with vintage items its buyer understood were Navajo-made.  See ECF 350-4 (Reich Dep., p 91-

93).  The buyer had confirmed that understanding in at least three ways:  (1) Free People’s 

source for each of the items represented that they were authentic Navajo-made, see id. (Reich 

Dep., p. 56); (2) the Free People buyer relied upon her own fifteen years of experience in the 

vintage Native American jewelry market, id. (Reich Dep., p. 56-57); and (3) the Free People 

buyer consulted with a third party Native American jewelry expert, who authenticated the items 

as Navajo-made, id. (Reich Dep., p. 63-64; 66-67; and 92-93).   

15. Defendants dispute the allegations in SOF No. 15.  Nowhere in the cited 

deposition testimony of Mr. Hartman did he testify that “Defendants did not use any identifying 

marks that would have clarified that ‘Navajo’ did not indicate the source of the items.”  Motion, 

¶ 15 (emphasis added).  To the contrary, each Defendant very clearly told the consumer who the 
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source of the advertised item was by using their respective house marks on their webpages.  See 

ECF 513-1 and 513-2. 

16. Defendants object to and dispute the allegations in SOF No. 16.  Plaintiffs’ 

contention that Urban Outfitters and Anthropologie “advertised using the ‘Navajo’ mark” is a 

legal conclusion that those two defendants used the term “Navajo” as a trademark.  To the 

contrary, as noted above, it is each Defendant’s position, as supported by the evidence of record, 

that the term “Navajo” is generic and that they used the term “Navajo” as a descriptor.  

Moreover, the understanding of Free People’s buyer that certain items sold as “vintage” were 

authentic Navajo-made was confirmed in at least three ways.  See ¶ 14, supra.   

17. Defendants object to and dispute the allegations in SOF No. 17 to the extent they 

rely on the conclusions of Phillip Johnson, which are inadmissible.  See generally ECF 329.  

Additionally, the survey undertaken by Hal Poret (“Poret Survey”) directly rebuts Plaintiffs’ 

allegation that “Defendants’ use of the Navajo mark causes actual confusion.”  See generally 

ECF 332.  Additionally, Plaintiffs’ allegations rely on statements contained within an Arizona 

Republic article which are inadmissible hearsay.  See ECF 261-3. 

18. Defendants admit this particular SOF. 

19. Defendants dispute the allegations in SOF No. 19 to the extent that Plaintiffs 

suggest that, at the time Urban Outfitters received the protest letter, any Defendant other than 

Urban Outfitters had notice of Plaintiffs’ claims.  To the contrary, the letter was addressed only 

to Urban Outfitters and it did not reference or even mention any other Defendant.  ECF 1-2. 

20.  Defendants dispute the allegations in SOF No. 20.  The cited Declaration of Mr. 

Tsosie does not support Plaintiffs’ allegations.  It specifically states:  “On October 24, 2011, I 
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received a letter from Michael D. Silbert, Deputy General Counsel for Urban Outfitters 

acknowledging receipt of my cease and desist letter[.]”  ECF 246, ¶ 14 (emphasis added). 

21. Defendants dispute the allegations in SOF No. 21.  Plaintiffs’ statements 

concerning Defendants’ purported use of the term “Navajo” as a mark are legal conclusions that 

Defendants continued to use the term “Navajo” as a trademark.  To the contrary, it is each 

Defendant’s position, as supported by the evidence of record, that the term “Navajo” is generic 

and that they each used the term “Navajo” as a descriptor.   

22, 23, 24 and 25. Defendants dispute the allegations in SOF Nos. 22, 23, 24 and 25.  

Contrary to Plaintiffs’ contentions, each Defendant took steps to discontinue use of the term 

“Navajo,” even though that term was being used as a descriptor and not as a trademark.  See ECF 

16-2, ¶ 5; ECF 41-1, p. 5.  Specifically, Urban Outfitters instructed its employees to discontinue 

use of the term “Navajo” and to remove it “everywhere [Urban Outfitters] was using it….”  ECF 

314-2, Knapp Decl. at Ex. 4 (Hartman Dep., p. 112-13, 124-25).  Urban Outfitters instructed its 

employees “to make sure that Navajo was not being used in …Internet advertising” or “as a 

keyword in search engine advertisements,” id. (Hartman Dep., at pp. 127-28), and it 

communicated with its internet advertising agencies to ensure a halt of the Navajo term.  Id. 

(Hartman Dep., p. 128-29).   

Upon receiving notice of Plaintiffs’ objection to the use of “Navajo,” Anthropologie, 

Urban Outfitters Wholesale and Free People instructed their employees to discontinue use of that 

term, although believing that they had no legal obligation to do so because the term was being 

used as a descriptor and not as a trademark.  See ECF 41-1, p. 5.  Specifically, Anthropologie 
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instructed its personnel to completely remove the term “Navajo” from its website.  

Contemporaneously, Anthropologie removed “Navajo” as a keyword from its internet 

advertising and immediately instructed its employees “to stop using the word ‘Navajo’ – to take 

Navajo out of everything…Navajo was not to be used anywhere.”  ECF 314-2, Knapp Decl. at 

Ex. 1 (Albright Dep., p. 71-72, 88, 123-25 and 149).  In addition, Anthropologie also took 

prompt steps to ensure that “Navajo” did not appear on in-store hangtags or customer receipts, 

and instructed its buyers not to purchase product that displayed the term “Navajo” in or as part of 

the product name.  Id. (Albright Dep., p. 151-54 and 158).
 
 Likewise, Free People and Urban 

Outfitters Wholesale instructed their employees to remove the word “Navajo” from all customer-

facing advertisements.  ECF 314-2, Knapp Decl. at Ex. 2 (Hayne Dep., p. 9, 156, 164-66 and 

172).  Free People also instructed its “search engine marketing partner firms to stop if they had 

been using the word Navajo in online search engine marketing.”  Id. (Hayne Dep., p. 177). 

Notwithstanding that there were over 200 products at issue and Defendants had multiple 

websites and catalogs, as well as a combined total of nearly 400 U.S. retail stores, each carrying 

thousands, if not tens of thousands, of stock keeping units (ECF 215-1, p. 2-3 and 18-19), 

Defendants discontinued their use of the “Navajo” term in March 2012.  See ECF 244-1, p. 2-7.  

Indeed, Plaintiffs have been forced to concede “that the number [of products offered using the 

“Navajo” term] decreased in late 2011 or early 2012, when UO received the cease-and-desist 

letter and began removing ‘Navajo’ from product names on the website[.]”  ECF 438, p. 5 (¶ N). 

Unbeknownst to the Defendants, not all third-party uses were caught by Defendants’ 

efforts.  Defendants were surprised to learn during discovery of this action that an internet site 

called “polyvore.com” continued to use stale descriptions for Defendants’ products that 
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contained the word “Navajo.”  ECF 314-2 at Ex. 1 (Albright Dep., p. 178-79), Ex. 2 (Hayne 

Dep., p. 206-09) and Ex. 3 (Hartman Dep., p. 239).  In addition, on September 21, 2012, in a 

letter from Plaintiffs’ counsel, Urban Outfitters was notified for the first time that “an Obey cap 

and other items were [being] offered for sale in an Urban Outfitters’ store in Evanston, Illinois 

on August 22, 2012 tagged with the word ‘Navajo.’”  ECF 41-1, p. 8.  Despite the fact that 

Plaintiffs’ counsel’s letter provided no specific details about the Obey cap and no information 

about the “other items” that were allegedly found tagged with the word “Navajo” (id.), following 

the receipt of the letter, an investigation was promptly conducted into the matter and it was 

ascertained that, unbeknownst to Urban Outfitters, an unrelated third-party supplier, Obey, had 

shipped a hat with attached hangtags provided by Obey, which used the word “Navajo” to 

identify the color/design of the hat.  ECF 41-1, p. 10; ECF 48-1, ¶ 5.  Although the tag in 

question was placed on the hats by Obey (not Urban Outfitters) and Urban Outfitters had done no 

wrong, Urban Outfitters retail stores were promptly instructed to remove the hat in question from 

the sales floor and to check whether any other Obey products came with hangtags containing the 

word “Navajo.”  ECF 48-1, ¶ 6.  None was found.  Further, Obey was told not to ship to any of 

the Defendants any item displaying the term “Navajo” on or attached to the item.  Id.  Other than 

inadvertent uses of which Defendants were unaware, Defendants ceased use of “Navajo” in 

connection with the sale of any products by March 2012.   

26. Defendants object to the allegations in SOF No. 26 to the extent that they consist 

of legal conclusions, rather than statements of fact.  Moreover, the opinions of Dean Keith 

Fueroghne are inadmissible (and the subject of a motion in limine).  See ECF 361.  Finally, 

contrary to Plaintiffs’ unsupported contentions, Defendants’ policy was and remains “not to 
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infringe upon the marks of other persons[.]”  See Alcantara Decl., Ex. B (Hartman Dep., p. 52); 

Ex. C (Albright Dep., p. 275); Ex. D (Hayne Dep., p. 226). 

III. ARGUMENT 

A) Summary Judgment Standard 

“In our circuit, the moving party carries the burden of showing beyond a reasonable 

doubt that it is entitled to summary judgment.”  Trainor v. Apollo Metal Specialties, Inc., 318 

F.3d 976, 979 (10th Cir. 2002) (quoting Hicks v. City of Watonga, 942 F.2d 737, 743 (10th Cir. 

1991)).  The motion must be denied unless there is no doubt from the evidence, with all 

inferences drawn in favor of the non-moving party, that no genuine issue remains for trial and 

that the movant is entitled to judgment as a matter of law.  Bee v. Greaves, 744 F.2d 1387, 1398 

(10th Cir. 1984).  In determining whether there are genuine issues of material fact, the court may 

consider only evidence that would be available to a jury; inadmissible evidence, such as hearsay 

contained within affidavits, must be disregarded.  Argo v. Blue Cross and Blue Shield of Kansas, 

Inc., 452 F.3d 1193, 1199 (10th Cir. 2006).  In addition, “[c]redibility determinations, the 

weighing of evidence, and the drawing of legitimate inferences from the facts are jury functions, 

not those of a judge[.]”  Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 255 (1986).  Summary 

judgment is a “drastic” remedy and “[i]f there is any issue as to a material fact…, the case is not 

ripe for summary judgment….”  Jones v. Nelson, 484 F.2d 1165, 1168 (10th Cir. 1973). 
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B) Defendants are not Liable for Trademark Infringement Under § 32 of the Lanham Act. 

To prevail on their trademark infringement claim, Plaintiffs must show: (1) that they have 

a valid and protectable mark; and (2) that Defendants’ use of the mark is likely to cause 

confusion.  See Basis Int’l Ltd. v. Research in Motion Ltd., 827 F. Supp. 2d 1302, 1308 (D.N.M. 

2011).  At the outset, Plaintiffs’ claim fails because the term “Navajo” today has become generic 

and, as such, Plaintiffs do not have a valid and protectable mark.  Additionally, Plaintiffs’ claim 

fails, even assuming arguendo that “Navajo” is a valid mark, because Defendants’ use of the 

term was a “fair use.”  Lastly, there is no infringement because Plaintiffs fail to show that 

Defendants’ use of the term “Navajo” created a likelihood of confusion.  At a minimum, genuine 

issues of material fact warrant denial of the Motion.  See Sally Beauty Co. v. Beautyco, Inc., 304 

F.3d 964, 972 (10th Cir. 2002) (summary judgment not appropriate where there is a genuine 

issue of material fact regarding likelihood of confusion); see also Dorpan, S.L. v. Hotel Melia, 

Inc., 728 F.3d 55, 66 (1st Cir. 2013) (“Because the likelihood of confusion analysis is a 

particularly fact-intensive one, resolving this issue on summary judgment is disfavored.”); 

Rearden LLC v. Rearden Commerce, Inc., 683 F.3d 1190, 1219 (9th Cir. 2012) (“[D]istrict 

courts should grant summary judgment motions regarding the likelihood of confusion sparingly, 

as careful assessment of the pertinent factors that go into determining likelihood of confusion 

usually requires a full record.” (citation omitted) (internal quotation marks omitted)); AHP 

Subsidiary Holding Co. v. Stuart Hale Co., 1 F.3d 611, 616 (7th Cir. 1993) (“[A] motion for 

summary judgment in trademark infringement cases must be approached with great caution.”); 
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Country Floors, Inc. v. P’ship Composed of Gepner & Ford, 930 F.2d 1056, 1063 (3d Cir. 1991) 

(stating that, in the likelihood of confusion context, “summary judgments are the exception”). 

1. Plaintiffs’ Claim Fails Because the Term “Navajo” is Generic and, 

Therefore, is Not a Valid Mark. 

Plaintiffs cannot prevail on their Lanham Act claims because, as previously explained to 

the Court, the term “Navajo” has over the years become generic and, as such, Plaintiffs do not 

now have a valid and enforceable mark—at least in connection with fashion apparel products.  In 

this connection, Defendants incorporate by reference their arguments contained within 

Defendants’ brief in opposition to Plaintiffs’ motion for summary judgment on Defendants’ fifth 

and sixth affirmative defenses and first, third and fourth counterclaims.  See generally ECF 499.  

As set forth and fully explained in that particular brief of the Defendants, the evidence of record, 

including Plaintiffs’ alleged competitors’ use of the term “Navajo,” media usage, dictionary 

definitions, testimony of persons in the trade, Plaintiffs’ own use, and Defendants’ consumer 

survey, demonstrates that the term “Navajo” today has become a generic term in the apparel 

industry, rather than a valid mark. 

i) Plaintiffs’ alleged competitors use “Navajo” as a generic name for a 

type of style or design. 

The record contains overwhelming evidence of generic use of the term “Navajo” by 

Plaintiffs’ alleged competitors, where the term was used to describe a feature of a product (and 

not to refer to Plaintiffs’ asserted brand).
3
  See ¶ 13, supra; Frank Report, ECF 367-1, at p. 38-40 

                                                 

3
 According to Plaintiffs, the Nation “competes with retailers that sell ‘Navajo’ products.”  

See ECF 262, ¶ 15.  Thus, evidence of retailers selling “Navajo” products demonstrates use of 

the term by Plaintiffs’ alleged competitors.   
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and 51-63 and attached Exs. D and G (ECF 368-5, 369, 369-1, 369-2, 369-3, 370, 370-1, 370-2, 

370-3, 371, 371-1, 371-2, 372-2, 372-3, 373, 373-1, 373-2 and 373-3); see also Squire-Holder 

Declaration, ECF 374-1 to 422-1.  The record also contains overwhelming evidence that the 

extensive third-party use of “Navajo” went entirely unchallenged by Plaintiffs for decades.  

During discovery in this case, Plaintiffs have been forced to concede that, before filing their 

lawsuit, they did not once send any protest letters to third parties using the term in connection 

with the sale of clothing or jewelry.  See ECF 215-3, p. 52-53.  Likewise, Plaintiffs have been 

forced to concede that the Navajo Department of Justice “has sent no other protest letter 

concerning Navajo infringement since [the Urban Outfitters’ protest letter in October] 2011.”  

See ECF 500-1 (Alcantara Decl.), Damon Dep., p. 74.  This widespread third party use, which 

Plaintiffs passively failed to challenge for decades, strongly supports a finding that the term 

“Navajo” has become generic.  Pilates, Inc. v. Current Concepts, Inc., 120 F. Supp. 2d 286, 297 

(S.D.N.Y. 2000) (“[g]eneric use by competitors which the trademark holder has not challenged 

strongly supports a finding of genericness.”) (emphasis added); see also Schwan’s IP, LLC v. 

Kraft Pizza Co., 460 F.3d 971, 973 (8th Cir. 2006) (determining that the mark “brick oven” 

could not be trademarked in reference to pizza because four competitors used the phrase 

concurrently with plaintiff); see also Boston Duck Tour, LP v. Super Duck Tours, LLC, 531 F.3d 

1, 19-20 (1st Cir. 2008) (evidence that many of the 36 company uses in the record generically 

described their own services as “duck tours” indicated that “duck tours” is generic). 

ii) Media use shows that “Navajo” is a generic name for a type of style. 

 “[P]opular press [also] [i]s strong evidence of how the public perceives [a] term.”  

Classic Foods, Int’l Corp. v. Kettle Foods, Inc., 468 F. Supp. 2d 1181, 1189 (C.D. Cal. 2007).  
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Here, Defendants present ample record evidence from reputable sources, such as Women’s Wear 

Daily (“WWD”), Allure, Elle.com, Newsweek, Vogue, Lucky and Self, from which the trier of fact 

can easily determine that the media uses the term “Navajo” generically to describe a type of 

fashion style or design and not to refer to Plaintiffs’ brand.  See, e.g., ECF 367-4, p. 2 (1984 

WWD article reporting “clean Navajo looks”; ECF 367-4, p. 14 (1995 WWD article reporting on  

“Navajo patterns, florals and blanket stripes”); ECF 367-4, p. 25 (2004 Allure magazine article 

reporting:  “Adios, dusty Navajo prints”);  ECF 367-5, p. 71. (2010 Elle.com article reporting on 

“sexy fringe, studs, suede, and Navajo accessories”);  ECF 368, p. 83 (2011 Newsweek article 

reporting on “Navajo prints, bold accessories, and roving cowboys included.”);   ECF 368, p. 92 

(2011 Vogue article reporting on “bold Navajo prints and color blocks in black, white and 

lipstick red.”);  ECF 501-2 (2012 Lucky magazine article reporting on “[a] high-glam way to 

wear the Navajo trend[.]”);  and ECF 501-3 (Self magazine article reporting on “Navajo-style 

prints and boho touches.”).  This usage of “Navajo” by the media and others demonstrates that 

the term “Navajo” is perceived by the consuming public as a generic term for a style or design, 

and not as an indicator of a single source. 

iii) Dictionary definitions show that “Navajo” is generic. 

Plaintiffs’ own dictionary definitions demonstrate that the term “Navajo” does not solely 

denote the tribe. For example, dictionary definitions over half a century old already defined the 

term “Navajo” as a generic name for a color.  See ECF 298-1 (citing Webster’s New 

International Dictionary of the English Language 1632 (2d ed. 1948)).  In addition, for decades 

before the filing of this lawsuit in 2012, the term “Navajo” was already defined as a type of 
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basketry stitch.  See ECF 35-1 and ECF 298-1 (citing Webster’s Third New International 

Dictionary of the English Language Unabridged 1508 (3d ed. 1986)). 

iv) Testimony of those in the trade indicates that “Navajo” has acquired 

an alternate meaning that describes a type of style or design. 

Testimony from people in the apparel industry further demonstrates that the term 

“Navajo” has taken on an alternate meaning. Specifically, Ms. Goldaper, with 45 years of 

experience in the fashion industry, provides valuable testimony that directly rebuts the purported 

expert opinion of Gail Stygall concerning the purported meaning of the term “Navajo.”  ECF 

473, p. 15 (citing ECF 30-1, p. 17).  Ms. Goldaper states:   

As an apparel expert with over 45 years of experience in the 

fashion industry, I am of the opinion that the term “Navajo” has 

acquired an alternate or additional meaning that is used in the 

fashion industry to describe a trend, a fashion or a design. 

… 

The term “Navajo” has become a synonym, in the fashion industry, 

to designate a trend or fashion style, print or color. 

ECF 356-1, ¶ 15.A and ¶ 16.B.  The testimony of Ms. Goldaper, who has been a fashion industry 

insider for decades, strongly supports the conclusion that the term “Navajo” has over the years 

acquired an alternate meaning that denotes a type of style or design, a conclusion that is wholly 

consistent with the publications and definitions delineated above. 

v) Plaintiffs also use “Navajo” as a generic term for a type of style. 

Further, evidence of how the Plaintiffs themselves have used the term “Navajo” strongly 

demonstrates that the term is generic.  For example, within the “Navajo Bracelets” category of 

the NACE website (www.gonavajo.com), Plaintiffs use “Navajo” to distinguish a “Hopi Style” 
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bracelet from a “Navajo Cluster Bracelet” or “Navajo Old-Style Round Coral Bracelet.” See ECF 

500-4 (PLAINTIFFS_00110647-00110650).  Similarly, within the section called “Navajo 

Women’s Rings,” Plaintiffs use “Navajo” to distinguish a “Diamond Back Overlay Ring” and 

“Geometric Contemporary Silver Ring,” from a “Navajo Assorted Stone Inlay Ring,” and 

“Navajo Green Turquoise Cast Ring.”  Id. Since all of these items are made by Navajo 

silversmiths, the term “Navajo” is being used to denote the style of the jewelry rather than the 

origin of its maker.   

Additionally, in describing their artist Charles Johnson, the website explains:  “Starting 

with traditional Navajo jewelry, Charles then went into Navajo contemporary jewelry, then onto 

the Western style with swirl design cutouts. The majority of his jewelry are cutout overlay”.   See 

See ECF 500-4 (PLAINTIFFS_00110254).  Since Mr. Johnson is a “Navajo Silversmith,” the 

use of “Navajo jewelry” and “Navajo contemporary jewelry” as distinct from “Western style” 

obviously denotes the style of jewelry, not the maker of those pieces.  Accordingly, in light of 

Plaintiffs’ own generic use of the term “Navajo” to describe a type of style, Plaintiffs are 

estopped from arguing that the public perceives the term as only a brand.  See CG Roxane LLC v. 

Fiji Water Co., 569 F. Supp. 2d 1019, 1030 (N.D. Cal. 2008) (finding “bottled at the source” a 

generic mark based on, inter alia, plaintiffs’ own descriptive use of the phrase on its products).   

vi) The Poret Survey overwhelming demonstrates that “Navajo” is not 

perceived as an indicator of source. 

While relevant, consumer survey evidence on genericness is not required.  Colt Defense 

LLC v. Bushmaster Firearms, Inc., 486 F.3d 701, 706 n.4 (1st Cir. 2007).  Nonetheless, 

Defendants submit the Poret Survey in which participants were shown examples of actual 
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marketplace uses by Urban Outfitters of “Navajo” and asked questions to determine whether 

they mistakenly believed that the product shown was made by, approved by, or affiliated with 

the Navajo tribe.  See ECF 332, p. 3.  Significantly, less than 3% of survey respondents gave any 

answer indicating that the product is made by, approved by or affiliated with Plaintiffs or made 

by “Navajo.”  ECF 332, p. 41. The results of the Poret Survey demonstrate that the primary 

significance of the term “Navajo” today is no longer an indicator of source for apparel goods. 

Defendants’ evidence demonstrates that the term “Navajo” today has become generic in 

the minds of the trade and public and, as such, is not a valid and enforceable mark—at least for 

clothing products incorporating a particular design.  At a minimum, genuine issues of material 

fact are in dispute that must be determined by the jury on this extremely fact-sensitive issue. 

2. Plaintiffs’ Claim Fails Because Defendants’ Use of the Term “Navajo” 

was Fair Use. 

Even if the Court were to find that Plaintiffs’ mark remains valid, Plaintiffs’ infringement 

claim still fails because Defendants’ use of the term “Navajo” was a fair use.  In this connection, 

Defendants incorporate by reference the extensive arguments contained in their previously-filed 

brief in opposition to Plaintiffs’ motion for summary judgment dismissing Defendants’ seventh 

and nineteenth affirmative defenses.  See ECF 511.  There is certainly sufficient evidence from 

which a jury may (and should) find that Defendants’ use of the term “Navajo”  in connection 

with clothing apparel was a fair use barring Plaintiffs’ claim of trademark infringement.  More 

specifically, Defendants used the term “Navajo” descriptively, not as a mark, fairly and in good 

faith.  See 15 U.S.C. § 1115(b)(4).  At a very minimum, this is an issue of material fact for the 

jury to decide. 
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i) Defendants used the term descriptively along with distinguishing 

marks that avoided consumer confusion. 

A review of Defendants’ uses of “Navajo” that are alleged by Plaintiffs to be an 

infringement demonstrates that they were “fair uses” of the term.  For example, Plaintiffs point 

to Exhibit A to their Second Amended Complaint and assert that it contains examples of Urban 

Outfitters’s use of “Navajo” as a mark.
4
  Motion, ¶ 10.  None of the referenced usage is, 

however, a “trademark use.”  Indeed, non-trademark use is evident from the fact that in each 

example, Urban Outfitters used its house mark at the top of each page, set off from the remaining 

text on the page, in bold font, in all capital letters, in a distinctive typestyle and in the largest size 

lettering.  ECF 54-1.  The URBAN OUTFITTERS mark is the most prominent element on each 

page, the only “attention getting-symbol,” and is a “distinguishing mark” that avoided consumer 

confusion.  See Cosmetically Sealed Indus., Inc. v Chesebrough-Pond’s USA Co., 125 F.3d 28, 

30 (2d Cir. 1997) (where the “source of the defendants’ product is clearly identified by the 

prominent display of the defendants’ own trademarks[,]” that evidences non-trademark use of 

the challenged term or phrase.); see also Packman v. Chicago Tribune Co., 267 F.3d 628, 639 

(7th Cir. 2001) (noting, in finding fair use, that the newspaper’s “joy of six” t-shirt “plainly 

indicat[ed] the Tribune as the source.”).   

In contrast, “Navajo” was placed in much smaller text, was not capitalized or in bold 

font, was placed in the middle of all text and images, and appeared among other terms describing 

some characteristic of the product being sold, such as: “Navajo Surplus Jacket,” “Navajo Wool 

                                                 

4
 Defendants object to Plaintiffs’ reliance on an Exhibit that improperly contains cropped 

images of Urban Outfitters’s webpages—thereby omitting important contextual “product detail” 

information on the webpages submitted to the Court by Plaintiffs.   
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Tote Bag,” “Navajo Fringe Crossbody Bag,” “Navajo Pullover Sweater,” “Navajo Feather 

Earring,” “Navajo Hipster Panty,” “Navajo Print Fabric Wrapped Flask” and “Navajo Nations 

Crew Pullover.”  ECF 54-1 (emphasis added).  Like the many news articles and third parties that 

have for decades used “Navajo” to describe a characteristic of a fashion, product, style or color, 

in each example, Urban Outfitters used “Navajo” to describe a characteristic of the product being 

sold – i.e., to denote the style/geometric design on the product.   

Advertising for the remaining accused products also shows that Anthropologie and Free 

People only used the term “Navajo” descriptively.  See ECF 513-1 (PLAINTIFFS_00114123) 

and ECF 513-2 (PLAINTIFFS_00114131-32, PLAINTIFFS_00114133-34, 

PLAINTIFFS_00114137-38).  Like Urban Outfitters, Anthropologie and Free People displayed 

their house mark at the top of their webpages, set off from the remaining text on the page, in a 

distinctive typestyle and in the largest size lettering.  See id.  The ANTHROPOLOGIE and 

FREE PEOPLE marks were the most prominent element on each page, the only “attention 

getting-symbol,” and were “distinguishing marks” that avoided any consumer confusion 

(confirmed by the Poret Survey).  In contrast, the term “Navajo” was placed in much smaller, 

non-distinctive text and appeared among other terms that described some characteristic of the 

product being sold, such as “Navajo Blossom Pin,” “Navajo Blanket Scarf,” “Navajo Convertible 

Glove,” and “Navajo Knee Sock.”  In addition, other distinguishing language was used to make it 

even more obvious to the consumer that the term “Navajo” was being used as a descriptor.  For 

example, consumers were notified that the “Navajo Blanket Scarf” was a “Navajo print wool knit 
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scarf” and that it was an “Import.”  See ECF 513-2.  Likewise, consumers were notified that the 

“Navajo Knee Sock” was a “Navajo print knee sock” and that it also was an “Import.”
5
  Id.   

ii) Defendants used the term fairly and in good faith. 

In addition to showing that Defendants used the term “Navajo” as a descriptor, the 

evidence also shows that they used the term fairly and in good faith.  As already noted, long 

before the Defendants adopted the term “Navajo” to describe their products, the fashion industry 

had already engaged in the nationwide use of that term to describe a fashion style or “look” 

which had been popular throughout the country for years.  See ECF 367-1, at pp. 32-36, and ECF 

367-4 to 368-1.  Following the prevailing trend, each Defendant used the term to describe the 

style of their respective goods.  See ECF 483-1 (Hartman Dep., p. 249, 256-257); ECF 483-2 

(Albright Dep., p. 218); and ECF 483-3 (Hayne Dep., p. 218, 247).   

With respect to the select number of vintage items where Free People had used the term 

“Navajo” to denote the product’s authenticity, the company used the term because its buyer 

understood the items to be Navajo-made.  See ECF 33-1, ¶ 4; 350-4 (Reich Dep., p. 91-93).  

And, the buyer’s understanding was confirmed in at least three ways:  (1) Free People’s source 

for each of the items represented that they were authentic Navajo-made, see ECF 350-4 (Reich 

Dep., p. 56); (2) the Free People buyer relied upon her own fifteen years of experience in the 

vintage Native American jewelry market, id. (Reich Dep., p. 56-57); and (3) the Free People 

buyer consulted with a third party Native American jewelry expert, who authenticated the items 

                                                 

5
 For a few select items, Free People used the term “Navajo” because its buyer 

understood the items to be Navajo-made.  See ECF 33-10, ¶ 4.   
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as Navajo-made, id. (Reich Dep., p. 63-64; 66-67; and 92-93).  Accordingly, the evidence of 

record conclusively demonstrates that Defendants used the term “Navajo” fairly and in good 

faith.  As such, Defendants’ use of the term “Navajo” was a fair use that precludes Plaintiffs’ 

infringement claims.  At a minimum, this is a genuine issue of material fact for the jury.  

3. Plaintiffs’ Claim Fails Because They Cannot Demonstrate That 

Defendants’ Use of “Navajo” Created a Likelihood of Confusion. 

Whether the aforesaid use of the term “Navajo” by Defendants caused a “likelihood of 

confusion” is yet another genuine issue of material fact for the jury in this case. See Sally Beauty 

Co., 304 F.3d at 972.  In evaluating whether there is such a likelihood of confusion, the Tenth 

Circuit examines six non-exhaustive factors: (1) evidence of actual confusion; (2) the strength of 

the contesting mark; (3) the intent of the alleged infringer in adopting the contested mark; (4) the 

degree of care that consumers are likely to exercise in purchasing the parties’ products; (5) the 

degree of similarity between the competing marks; and (6) the similarity of the parties’ products 

and the manner in which they market them. See Vail Assocs., Inc. v. Vend–Tel–Co., Ltd., 516 

F.3d 853, 863 (10th Cir.2008).  At a minimum, the first four factors weigh heavily in favor of 

Defendants, demonstrating that their use did not create a likelihood of confusion. 

i) Defendants’ use of the term “Navajo” did not cause actual confusion. 

Perhaps the best evidence that Defendants’ use of the term “Navajo” did not create a 

likelihood of confusion is the fact that Plaintiffs cannot cite any admissible evidence of record of 

a consumer being actually confused as to the source, sponsorship or endorsement of Defendants’ 

products.  See King of the Mountain Sports, Inc. v. Chrysler Corp., 185 F.3d 1084, 1092 (10th 

Cir.1999) (internal quotation marks omitted) (“[A]ctual confusion in the marketplace is often 
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considered the best evidence of likelihood of confusion.”).  The fact that Defendants’ use of the 

term “Navajo” co-existed with the Plaintiffs’ use for five to ten years without evidence of a 

single customer becoming confused is “a powerful indication that there is no confusion or 

likelihood of confusion.”  Starbucks Corp. v. Wolfe’s Borough Coffee, Inc., 588 F.3d 97, 117 (2d 

Cir. 2009) (noting that the co-existence of the parties’ marks for eleven years without a report of 

a single customer becoming confused powerfully indicated that there was no confusion or 

likelihood of confusion) (internal quotations omitted)).  Because Plaintiffs have taken the 

position that they have hundreds of thousands of members “policing” their mark, it is indeed 

startling that Plaintiffs cannot come forward with any admissible evidence of confusion resulting 

from Defendants’ long use of “Navajo” on a nationwide basis over the many years.  The absence 

of any such evidence is strong evidence that no such likelihood of confusion exists.    

Because they have no other evidence of actual confusion, Plaintiffs rely on a highly-

tainted consumer survey conducted by Phillip Johnson to attempt to show actual confusion 

(“Johnson Survey”).  The Johnson Survey, however, is fatally flawed and is inadmissible.  See 

generally the extensive discussion set forth in Defendants’ motion in limine at ECF 329.  

Moreover, the above-noted Poret Survey directly rebuts any allegation that Defendants’ use of 

the term “Navajo” caused actual confusion or even a likelihood of confusion.  See generally ECF 

332.  Indeed, in the Poret Survey, which was modeled after the well-accepted Eveready design, 

participants were shown actual marketplace use of “Navajo” by Urban Outfitters and were asked 

questions to determine whether they mistakenly believed that the product shown was made by, 

approved by, or affiliated with the Navajo tribe.  Id., p. 3.  As explained by Mr. Poret, the results 

of the survey were as follows: 
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1) Only 1.1% of respondents gave any answer explicitly indicating 

a belief that the product is made by, approved by or affiliated with 

Plaintiff or a belief that the product is a Native American Indian 

product. An additional 1.6% of respondents gave answers 

indicating that the product is made by “Navajo” which are 

ambiguous but have been counted as references to Plaintiff in order 

to give the benefit of the doubt to Plaintiff.  This brings the total 

confusion level to 2.8%. This is a negligible level that supports a 

finding that confusion is not likely to have occurred, either within 

the meaning of the Lanham Act or IACA. 

2)  Broken down by specific product/group, the rate of 

confusion/mistaken belief varied from 0.5% to 3.0% or from 1.0% 

to 5.5% if counting the additional “Navajo” responses noted above. 

Accordingly, even in the case of the item with the highest result – 

the Navajo Feather Earring at 3.0% or 5.5% -- the low results 

support a finding of no likelihood of confusion[.] 

Id., p. 41.  The results of the survey led Mr. Poret to conclude:  “[I]t is my opinion that 

consumers who bought the Urban Outfitter items that used the term Navajo were not confused 

within the meaning of the Lanham Act[.]”  Id.  Accordingly, the results of the Poret Survey 

strongly demonstrate that Defendants’ use of the term “Navajo” did not cause a likelihood of 

confusion.  See 1-800 Contacts, Inc. v. Lens.com, Inc., 722 F.3d 1229, 1249 (10th Cir. 2013) 

(“The great weight of the authority appears to be that ‘[w]hen the percentage results of a 

confusion survey dip below 10%, they can become evidence which will indicate that confusion is 

not likely.”) (quoting 6 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition 

§ 32:189 (4th ed. 2013)); Henri’s Food Prods. Co. v. Kraft, Inc., 717 F.2d 352, 358 (7th Cir. 

1983) (affirming district court’s determination that 7.6% confusion rate weighed against 

infringement);  Sara Lee Corp. v. Kayser-Roth Corp., 81 F.3d 455, 467 n.15 (4th Cir. 1996) (a 

confusion rate “much below ten percent” “clearly favors the defendant”); IDV North Am., Inc. v. 

S & M Brands, Inc., 26 F. Supp. 2d 815, 831-32 (E.D. Va. 1998) (a survey result of 2.4% proved 
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“the absence, rather than the presence, of likely confusion of source or sponsorship”) (emphasis 

added); G. Heileman Brewing Co. v. Anheuser-Busch Inc., 676 F. Supp. 1436 (E.D. Wis. 1987) 

(a confusion survey result of 4.5% “falls well within the range which other courts have 

determined weighs against a finding of infringement.”) (emphasis added), aff’d, 873 F.2d 985, 

1000 (7th Cir. 1989). 

ii) The term “Navajo” is weak. 

Likelihood of confusion depends partly on the senior mark's strength—that is, its 

“capacity to indicate the source of the goods or services with which it is used.” Restatement 

(Third) of Unfair Competition § 21 cmt. i (1995). Strength has two aspects: conceptual strength, 

or the mark’s place on the spectrum of distinctiveness; and commercial strength, or its level of 

recognition in the marketplace. See King of the Mountain, 185 F.3d at 1093. 

Here, Plaintiffs cannot demonstrate that the term “Navajo” has any conceptual or 

commercial strength as a mark.  In terms of conceptual strength, it is well-recognized that “[t]he 

greater the number of identical or more or less similar marks already in use on different kinds of 

goods, the less is the likelihood of confusion between any two specific uses of the weak mark.”  

First Sav. Bank, F.S.B. v. First Bank Sys., Inc., 101 F.3d 645, 653-54 (10th Cir. 1996).  Here, the 

record is replete with evidence of widespread third-party use of the term “Navajo” by myriad 

retailers, other than Plaintiffs or Defendants, in connection with the sale of clothing, jewelry and 

accessories.  See Section III.B.1.i, supra.  Accordingly, the term “Navajo” is conceptually an 

extremely weak term. See also First Savings, 101 F.3d at 655 (widespread third-party use of 

“FIRST BANK” and variations made it a weak term, undermining the strength of the mark “First 

Bank System”). 
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As Plaintiffs state, “‘[u]nder the commercial strength inquiry, a court looks to the 

marketplace to determine if a ‘substantial number of present or prospective customers understand 

the [mark], when used in connection with a business, to refer to a particular person or business 

enterprise.’”  Motion, p. 29.  Here, the results of the Poret Survey, in which less than 3% of 

respondents gave an answer explicitly indicating any belief that use of “Navajo” meant that the 

product was made or approved by, or affiliated with, Plaintiffs (or made by “Navajo”) 

determinatively shows that the term “Navajo” is commercially a very weak mark.  Moreover, 

Plaintiffs’ statements purportedly showing commercial strength are either unsupported by 

evidence of record showing trademark use, or rely on inadmissible hearsay.  See Motion, p. 29 

(citing ECF 306, at ¶ 2-3 and 293, ¶ 2-3).  Thus, this factor also favors Defendants’ position.  

iii) There is no evidence of intentional infringement. 

As Plaintiffs’ concede, the “proper focus under this factor is whether the defendant had 

the intent to derive benefit from the reputation or goodwill of plaintiff.”  King of the Mountain, 

185 F.3d at 1091.  Plaintiffs’ Motion is devoid of any evidence of record that Defendants had 

any intent to “derive benefit from the reputation or goodwill of” Plaintiffs when the Defendants 

each adopted the term “Navajo.”  See Motion, p. 21-24.  In deciding to use the term “Navajo,” no 

Defendant intended to derive any benefit from the reputation or goodwill of Plaintiffs.  Rather, 

each Defendant used the term because it had already been adopted by the fashion industry to 

describe a type of style, color or design.  In addition, Free People used the term in connection 

with a few select vintage items because Free People’s buyer believed those items were Navajo-

made.  See Section III.B.2.ii, supra. Accordingly, the record evidence shows that each Defendant 

acted in good faith.  This factor also weighs heavily in favor of Defendants’ position. 
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iv) The relevant consumers are sophisticated and exercise care when 

making purchasing decisions. 

If consumers are likely to exercise a high degree of care in deciding whose product to 

buy, the likelihood of confusion is reduced.  See Heartsprings, Inc. v. Heartspring, Inc., 143 F.3d 

550, 557 (10th Cir. 1998).  Here, Urban Outfitters’s consumers are recognized to be “culturally 

sophisticated, self–expressive and concerned with acceptance by their peer group.” ECF 215-1, 

p. 2.  Anthropologie’s consumers are recognized to be “sophisticated and contemporary 

women[.]”  Id.  As such, the Defendants’ consumers are likely to exercise a high degree of care 

in a purchasing decision, which strongly supports a finding that confusion was not likely. 

At a minimum, at least four of the “confusion factors” demonstrate that Defendants’ use 

of the term “Navajo” did not create any likelihood of confusion. 

IV. CONCLUSION 

As set forth above, Plaintiffs have not proven, and cannot establish, their claim for 

trademark infringement.  Plaintiffs’ claim fails because the term “Navajo” has become a generic 

term in the fashion apparel industry (due to Plaintiffs’ passive conduct and unwillingness to 

police the mark for decades).  Plaintiffs’ claim also fails because Defendants’ long use of 

“Navajo” in a descriptive manner was a “fair use.”  Lastly, Plaintiffs’ infringement claim fails 

because they cannot establish, and have not established, that Defendants’ use of “Navajo” caused 

a likelihood of confusion, a claim that has been completely rebutted by the consumer survey 

submitted by Defendants in this case.  At a very minimum, there are numerous genuine issues of 

material fact involving the foregoing – disputes that should be given to the jury to resolve.  

Accordingly, Plaintiffs’ Motion, respectfully, must be denied. 
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