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I. INTRODUCTION

Four years after plaintiff filed its complaint in this trademark

infringement case,

judgment and issued a pe Miwok

Indian tribe from Shingle Springs, California from using its tribal name that it

has used since settling in El Dorado County in the mid 1800s. (ER 150-178)

Department of Interior, Bureau of Indian Affairs records

great, great grandmother and a continuous

relatives have been specifically identified as the Shingle Springs Miwok

Indians since 1880. (ER 150-178) Bureau of Indian Affairs records further

indicate Indian tribe has been identified by its Shingle

Springs Miwok Indian name in commerce

in California. (ER xx) Shingle Springs Miwok tribe

is shown to have $300 on account with the Department of Interior in 1955 for

land to the government for cattle

grazing. (ER V4 33, 35)

By contrast, as , attested early in

the case in support of motion to dismiss ss-claim,

plaintiff is actually the Sacramento Verona Band of Homeless Indians,
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not the Shingle Springs Miwok Indians. (ER 182) Evidence before the district

court also indicates that rona Band tribe is composed

of members with Pacific Island lineage not Miwok Indian lineage, and the

tribe is from Sacramento and Sutter Counties, not Shingle Springs in El

Dorado County. (ER V5 3-19, 76, 77, 71-87)

attests that the first time his Sacramento

Verona Band made reference to Shingle Springs was when the tribe amended

its bylaws in 1976, and included the Shingle Springs Rancheria as a

geographical reference. (ER 182) Plaintiff was never identified as, or

identified itself as, Miwok Indians until the Shingle Springs Miwok Indian

name appeared on the first list of federally recognized tribes (eligible for

federal benefits) published in the Federal Register in 1979. (ER 182) That

year, The Bureau of Indian Affairs placed the name Shingle Springs Rancheria

(Verona Tract) of Miwok Indians, California on the list, and the following year

the name was amended to Shingle Springs Band of Miwok Indians, Shingle

Springs Rancheria (Verona Tract), California. (ER 35, 182) It has been listed

this way in the Federal Register since1980. (ER 35, 36)

Plaintiff then proceeded to use the federally recognized, Shingle Springs

Miwok Indian name as a political tool in its efforts to secure Indian gaming

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ ç ±º êè
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rights in El Dorado County. (ER V5 3-25) Publicly, plaintiff continued to use

its Sacramento Verona Band name, but privately, when it was politically

beneficial, plaintiff used the Shingle Springs Miwok Indian identity. (ER V4,

V5 3-25) Plaintiff has offered no evidence to support the proposition that even

one memb tribe is Miwok Indian, however. (ER 18-85, 181-

185) Throughout the district court case, plaintiff avoided the issue of its

lineage and the question of wh indigenous to the

continental United States as required for federal recognition and placement on

the list of federally recognized tribes in the Federal Register. (ER 18-85, 181-

185)

By contrast, defendant offered competent evidence showing that

s tribe is comprised of members with Miwok Indian lineage, and the

tribe is indigenous to California and El Dorado County. (ER 150-178, 187-

189) For instance, defendant offered evidence showing that each member of

tribe has federal identification issued by the Bureau of Indian

Affairs verifying that they are Miwok Indian. (ER 187-189) To have Miwok

lineage to a Miwok Indian identified on an Indian Judgment Roll (ER 187-189

V4, V5), and the last Indian Judgment Roll was in 1968. (ER 187-189 V5 3-
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25) receded by a

parent or grandparent that is Miwok Indian, and was alive in 1968. (ER 150-

178, V5 3-25) On the other hand, plaintiff concedes that it first referenced

Shingle Springs and the Miwok Indian name more than a decade after this.

(ER 182)

The district court also misapplied Local Rule 230

at summary judgment. Local Rule section 230(c) requires a non-moving party

to file its opposition, or related motion, 14 days prior to the hearing or

continued hearing on the motion. (ER 191-193) Local Rule section 230(c)

allows the district court to prohibit a non-moving party that files a late

opposition, or related motion, from arguing at the hearing on the moving

motion. (ER 191-193) Local Rule section 230(c) does not allow the

district court to not consider the non- or related

motion, however. (ER 191-193)

Misapplying Local Rule 230, the district court refused to consider

-filed opposition to summary judgment, and its late-filed

motion to dismiss, both of which were filed prior to the scheduled hearing on

motion for summary judgment. (2, 13A, 52) The district court

clarified its action in a post-entry of judgment minute order, stating that the

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ ïï ±º êè
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opposition was not considered because it was not properly before the court and

the motion to dismiss was moot because summary judgment had been granted.

(ER 2) Both rulings are misapplications of Local Rule 230. (ER 191-193)

II. STATEMENT OF JURISDICTION

district court complaint alleged trademark infringement

under 15 U.S.C. §§ 1114 and 1125(a), cyber-squatting under §1125(d),

trademark infringement and unfair competition under California law, and

asked for damages and a permanent injunction. The district court held

subject-matter jurisdiction under 28 U.S.C. § 1331 and supplemental

jurisdiction under 28 U.S.C. § 1367.

On February 8, 2013, the district court

summary judgment, dismissed the damages claim, and issued a permanent

injunction. Final judgment was entered the same day.

Defendant filed this timely appeal on February 28, 2013, and this

arises under 28 U.S.C §§ 1291 and 1292(a)(1).

III. STATEMENT OF ISSUES ON APPEAL

1. Whether the District Court Should Be Reversed Because It

Incorrectly Applied Local Rule 230 By -

filed Opposition to Summary Judgment and Late-filed Motion to Dismiss.

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ ïî ±º êè
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2. Whether the District Court Should Be Reversed Because It Failed

to Draw a Distinction Between the Marks Plaintiff Claims Were Infringed,

Allowing Plaintiff to Use the Attributes of a Registered Mark in Attempt to

Prove Infringement of an Unregistered Mark.

3. Whether the District Court Should Be Reversed Because It Failed

to Use the Proper Method of Analysis for a Claim of Infringement of an

Unregistered Mark and, In Turn, Failed to Make Required Determinations

on Key Issues.

4. Whether the District Court Should Be Reversed Because Plaintiff,

as the Moving Party with the Burden of Proof at Trial, Failed to Present

Sufficient Competent Evidence at Summary Judgment to Carry Its Burden

of Showing That No Genuine Issue of Fact Exists for Each Element of Each

Claim.

5. Whether the Case Should Be Remanded Because the District

Court Failed to State the Basis for Having Found Infringement of the

Unregistered Mark, and Provided No Analysis on the Issues of First Use,

Use in Commerce, Distinctiveness, Secondary Meaning, and Likelihood of

Confusion.

IV. STATEMENT OF THE CASE

Plaintiff filed its district court trademark infringement complaint

December 23, 2008. (ER 47) Defendant answered and cross-claimed. (ER

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ ïí ±º êè
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47) Plaintiff moved to dismiss the cross-claim, arguing that it held

sovereign immunity as a federally recognized Miwok Indian tribe. (ER 47)

The district court accepted pl argument and

cross-claim. (ER 47)

On September 15, of 2010, the di

application for a preliminary injunction, and defendant and his Miwok

Indian tribe were enjoined from using their Shingle Springs Miwok Indian

name in all manners. (ER 194-195) Thereafter, plaintiff filed numerous

contempt motions claiming violation of the preliminary injunction, and each

time the district court found defendant in contempt. (ER 197-202) As a

result, defendant spent two lengthy stints during the case in solitary

confinement on the notorious Floor 8 of the Sacramento County jail. (ER

197-202)

On December 10, 2012, plaintiff moved for summary judgment. (ER

18-33) On January 14, 2013, defendant moved for a continuance of the

summary judgment hearing. (ER 15b, 15c) On January 16, 2013,

defend ) On January 22, 2013, the hearing

on summary judgment motion was re-set for February 6, 2013.

(ER 47) On February 4, 2013, defendant filed a motion to dismiss and a

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ ïì ±º êè
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second application for continuance of the summary judgment hearing. (ER

15, 15a, 47)

continuance and ordered the matter submitted without oral argument

pursuant to Local Rule 230(g). (ER 14) The following morning, February 6,

2013, prior to the scheduled summary judgment hearing, defendant filed its

for summary judgment. (ER 13a, 47)

On February 8, 2013, the district court granted summary judgment in

favor of plaintiff, dism claim, and issued a

permanent injunction based on its finding of infringement, and final

judgment was entered by minute order the same day. (ER 4-13) A second

minute order was also entered that stated that

was denied, [A]s moot in light of the C order granting summary

judgment because defendant

summary judg considered

. (ER 2) The order granting

summary judgment stated that the summary judgment motion was

3)

//
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V. STATEMENT OF FACTS

Plaintiff sued defendant in the district court to gain dominion over the

Shingle Springs Band of Miwok Indians name.1 P , however, is

not Miwok Indian. (ER 182-185, V5 3-25) P olas

Fonseca, confirmed th is a Sacramento County based tribe

identified by the Bureau of Indian Affairs as the Sacramento Verona Band of

Homeless Indians. (ER 182) Evidence in the record indicates

desire to use the Shingle Springs Miwok Indian name was purely political.

(ER 150-178, 182-185, V5 3-25) Plaintiff needed to create a new

identity in order to pursue Indian gaming rights in California. (ER 150-178,

182-185, V5 3-25) Pl tribe is made up of Pacific

Islanders. (V5 3-19, 76, 77, 71-87 did not have the

proper lineage to link the tribe to an Indian tribe indigenous to the

continental United States, which is required to be considered for Indian

gaming rights. (ER 150-178, 182-185, V5 3-25, 71-87)

1 In amended complaints, plaintiff added Red Hawk Casino and Shingle Springs Rancheria as marks it
claims were infringed. Plaintiff was eventually able to register the Red Hawk Casino mark with the
USPTO.
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Evidence in the record indicates that plaintiff determined that it could

capitalize on the diminutive status of the Shingle Springs Miwok Indian tribe

to circumvent its Indian gaming rights barrier. (ER 150-178, 182-185, V5 3-

25, 71-87) The record further indicates that plaintiff began the usurpation of

Indian identity in 1979 and 1980 by

morphing its Sacramento Verona Band identity in to the Shingle Springs

Miwok Indian tribe identity which now appeared on the Federal Register as

a federally recognized tribe. (ER 150-178, 182-185, V5 3-25, 71-87) For

years thereafter, plaintiff Miwok name

publically whatsoever. (ER 16-33, 182-185) Instead it only used the usurped

Miwok identity to work behind the scene to secure Indian gaming rights.

(ER 16-33, 182-185, V5 3-25) In fact, it was not until plaintiff was

coming to fruition and nearing its 2008 opening that defendant realized that

the Sacramento Verona Band was using his

name. (ER 150-158) By this time plaintiff had paid, and agreed to continue

to pay El Dorado County and other entities and government agencies

hundreds of millions of dollars for the casino rights in El Dorado County.

(ER 87-92, 104, 105, 182-185) The fix was in, making it nearly impossible

to unravel.

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ ïé ±º êè
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In the district court, plaintiff relied almost entirely on the placement of

the Shingle Springs Band of Miwok Indians name on the Federal Register list

to support its contention that it has superior rights in the Shingle Springs

Miwok Indian name. (ER 16-36, 130-148) Of course, placement on

the list of federally recognized tribes does not confer trademark rights in the

name that appears on the list. The Bureau of Indian Affairs created the

Federal Register to pay reparations to Native American Indian tribes that had

not received payment for the injustice that occurred at the hands of the

United States by making those tribes eligible to receive federal benefits. (ER

V5 3-25)

Plaintiff bamboozled the district court in to believing that placement

on the Federal Register had a much greater significance and application in

this case than it should. Even when

federal recognition is not omnipotent. It , and

it ersuasive

not an example of the use of the mark in commerce. The import of

placement of the name on the Federal Register was completely overstated in

the district court case, not to mention that it is a product of usurpation, but

the district court accepted the broad contention. (ER 2, V5 3-25)

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ ïè ±º êè
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On the other hand, defendant placed on record undisputed evidence

showing tha used the Shingle Springs Miwok

Indian mark in commerce 25 years prior to

1980. (ER V4 33-35, 150-178) As mentioned above, government records

show that

of tribal funds on deposit with the Department of Interior bec

reservation ha[d] recently been leased for grazing. -35) This

evidence was before the district court from the outset of the case, but the

district court ignored the evidence placed before it, telling defendant and his

counsel to take their complaint up with the federal government. On

with the United States [Mr. Caballero]

(ER 137, 144-148)

The Shingle Springs Rancheria

The Shingle Springs Rancheria sits two miles off

Highway 50 in El Dorado County approximately 40 miles from Sacramento

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ ïç ±º êè
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of Homeless Indians

was created and lived. The Shingle Springs Rancheria became Indian land

when the United States government, as part of its plan for Indian self-

sufficiency, purchased adjacent parcels of 80 and 160 acres, and in 1916

granted the parcels to the Verona Band

and the -Wuk Tribe, Shingle Springs Rancheria. (ER 150-178, V4, V5)

As the record indicates, the Me-Wuk T Miwok

Indian tribe, lived in Shingle Springs on or near the Rancheria at the time the

grant was made and continued to live there until being forced off the

re Sacramento Verona Band s tactics of intimidation

and hostility that began in the last 10 to 15 years. (ER 150-178, V4, V5)

Defendant placed on record various documents indicating that its Shingle

Springs Miwok Indian tribe lived and worked on the Rancheria since the

1880s up to ibe strategically

created over a century later. (ER 150-178, V4, V5) One such document in

the record indicates that defend Miwok Indian grandfather was in his

office on the Shingle Springs reservation at the time of his death. (ER 203-

209) The state court Inquisition transcript also indicates that his office on

the Shingle Springs reservation was used for a gold mining business, and

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ îð ±º êè
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that he may have been killed over money that was derived from the gold

mining business. (203-209) The document specifically identifies

, and it describes

his travels from the gold mine(s) back to his office on the Shingle Springs

reservation where he died from a cracked skull. (ER 203-210)

Sacramento Verona Band never lived in Shingle Springs or on the Rancheria

until recent times, after it began implementing its plan to secure Indian

gaming rights in El Dorado County. (ER 150-178, 182-185, V5 3-25) The

reservation large size (240 acres), sparse population, relative dormancy

and isolation provided the perfect opportunity for plaintiff to transplant itself

in El Dorado County, and transform its identity in to an indigenous El

Dorado County tribe. (ER 182-185, V5 3-25)

In its early history, due to the near extinction of Native American

Indians from slaughter and because the land that was granted as a reparation

was land-locked, surrounded by ranches owned by ranchers that hunted

Indians, the Shingle Springs Rancheria was sparsely and intermittently

populated. (ER V4 34-65) In its more recent history, the land was mostly

dormant because of its status as Indian land and the resulting inability to
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fund an overpass and road necessary to provide access to the land that was

several miles from the highway. (ER V4 34-65, V5 3-25)

In 1968 Caltrans initiated a plan to build a road from Highway 50 to

the reservation. (ER V4 34-65, V5 3-25) D Shingle Springs

Miwok Indian tribe was identified as a partner on the project, and was the

named beneficiary of the project. (ER V4 34-65, V5 3-25) The project was

ultimately shelved due to the burdensome and expensive political process.

(ER V4 34-65, V5 3-25) Indian gaming rekindled the project. (ER 182-185)

Another document on record before the district court shows that in

1974, before plainti

1916 list of Verona Band of Homeless le Springs

Rancheria sold. (ER 100) One of the signatories of the petition is Elsie

Fonseca from Blythe, California, a town near the Arizona border, over 600

miles from Shingle Springs. (ER 100)

chairman, Nicholas Fonseca. (ER 100, 182) None of the five

signatories identify themselves as being from Shingle Springs, or the Shingle

Springs Rancheria, and the petition was submitted just a few years before

plaintiff apparently referred to the Rancheria in its amended bylaws in 1976.

(ER 100) Only two of the five signatories on the petition lived within a 100

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ îî ±º êè
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miles of the Shingle Springs reservation. (ER 100) This is probative

evidence supporting was not

associated with the Shingle Springs reservation, or was ever present on the

reservation, prior to bullying its way on to the reservation in the last 10 or 15

years, when plaintiff was required to show a presence on the

reservation to support its pursuit of Indian gaming rights. (ER 100, 182-185,

V5 3-25)

Defendant Miwok Indian Lineage

Defendant is a Miwok Indian. (ER 150-178) D Miwok

Indian relatives and tribe are documented to have lived in Shingle Springs,

in El Dorado County no later than the 188 -178) The record

contains a Bureau of Indian Affairs census report from 1914 that indicates

lived on or near the Shingle

Springs Rancheria in Shingle Springs prior to 1914. (ER 150-178) The

report also shows that she was 100 percent Miwok Indian. (ER 150-178)

t grandfather is on the 1928 Bureau of Indian Affairs

Judgment Roll and his grandfather is on the 1968 Judgment Roll, which is

the last BIA Judgment Roll. (ER 150-178) Both grandfathers are shown to

be Miwok Indians from Shingle Springs. (ER 150-178) Defendant and the
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members of his tribe each have federal identification that required the

B verification of each member s Miwok Indian

lineage, based on Judgment Rolls. (ER 150-178)

Plaintiff Goal of Becoming a Casino Tribe

Plaintiff operates the Red Hawk Casino. (ER 16-20) The casino,

which opened in 2008, is located 40 miles east of Sacramento on Highway

50 near Placerville. (ER 182-185) The expansive Red Hawk Parkway leads

from Highway 50 to the Red Hawk Casino. Construction of the parkway was

funded by plaintiff. (ER 182-185). A stone monument marks the Red Hawk

Parkway exit, and prominently identifies the Shingle Springs Rancheria and

the Red Hawk Casino.

For plaintiff, the years leading up to the opening were

filled with politics, posturing, and the patient implementation of p

long-term strategy intended to transform from being the

Sacramento Verona Band of Homeless Indians comprised of non-indigenous

tribe members from Hawaii and other Pacific Islands, to

Shingle Springs Miwok Indians, and a California casino owner. (ER 150-

178, V5 3-15, 76, 77, 71-87)
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T is the

Nicholas Fonseca. Mr. Fonseca became vice president and then president of

the tribe a year after Indian gaming was approved by California voters and

made in to law in 1999. (ER 182-185) The record indicates that Mr.

Fonseca is not Miwok Indian, and he is not from Shingle Springs. (ER 182-

185, V5 3-25, 76, 77, 71-87) In fact, the record suggests that none of

plaint Miwok Indian lineage or lived in Shingle

Springs prior to plaintiff initiating its strategy for becoming a casino owner

in California. (ER 182-185, V5 3-19, 76, 77, 71-87) In addition to the

massive funding that the project required, a critical aspect of fulfilling

new identity for its tribe. (V5

3-15, 76, 77, 71-87)

reason that plaintiff sought to become the Shingle Springs Band of Miwok

Indians. (ER V5 3-19, 76, 77, 71-87

before the district court.

The District Court Accepts from the Outset of the Case

Plaintiff strategically chose to make Mr. Caballero the sole defendant

in this case. (ER 18, 47) It then created the theme that Mr. Caballero only

represented himself, and he was a lone wolf trying to create controversy and
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casino business. (ER 18-80) Pl angry

man and the court supported the unsubstantiated portrayal. (ER 18, 137-

147)

Along with a litany of other inaccurate allegations made by plaintiff,

the district court accepted this prejudicial notion from the outset of the case.

(ER 130-145) For example, in one court session early in the case, the court

sarcastically asked defendant who his tribe was, and approximately 30

people in the gallery stood up. (ER 135) The members of the gallery were

also playing the import

of the standing gallery members and defendant having an actual tribe, the

(ER

135) In another court session the district court explains that,

Caballero was no 144)

and ignoring the fact that Mr. Caballero is

the defendant in the case, the district court repeatedly informed plaintiff that

he was in th

(ER 144) Undeterred, plaintiff and his counsel
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frequently attempted to clarify relevant facts and correct the various

misrepresentations being made concerning the histories of the two tribes.

(ER 137-147) The district court, however, was dismissive. (ER 137-147) In

your arguments lead

me to believe yo

recognized plaintiffs 147) At another point in the

to be the true owner of the name, the head of this tribe, et cetera et cetera.

(ER 144) At

s efforts to place accurate facts

on record was realized.

VI. STANDARD OF REVIEW

An appeal from a grant of summary judgment is reviewed de novo.

Ellison v. Robertson, 357 F.3d 1072, 1075 (9th Cir. 2004); Shaw v. Lindsey,

919 F.2d 1353, 1355 (9th Cir.1990) The court views the evidence in the

light most favorable to the nonmoving party on each issue and determines

whether the district court correctly applied the relevant substantive law. Id.

Because of the intensely factual nature of trademark disputes, summary
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judgment is generally disfavored in the trademark arena. Entrepreneur

Media, Inc. v. Smith, 279 F.3d 1135, 1140 (9th Cir.2002)

VII. SUMMARY OF ARGUMENT

Judgment in this case should be reversed because the district court

incorrectly applied Local Rule 230 by refusing to

-filed opposition to summary judgment and late-

filed . (ER 2) Local Rule section

230(c) authorizes the district court to order that defendant is not allowed to

argue at the hearing on the motion, but it does not authorize the considerably

harsher sanction

motion to dismiss. (ER 191-192)

Reversal is also appropriate because the district court failed to use the

proper method of analysis to evaluate a claim of infringement of an

unregistered mark, and ultimately applied the wrong law in its incomplete

review of the issues and evidence before it. (ER 4-13) The

grant of summary judgment should also be reversed because plaintiff failed

to meet its burden of showing that no genuine issue of material fact exists

for each element of each claim. (ER 18-80)
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Finally, this case should be remanded because the district court failed

to state the basis for its ruling and failed to provide analysis and identify the

issues it analyzed, leaving this Court with an inadequate record to review on

appeal.

VIII. ARGUMENT

As the moving party at summary judgment with the burden of proof at

trial, plaintiff had the burden of establishing the absence of a genuine issue

of fact on each issue material to its case. C.A.R. Transp. Brokerage Co. v.

Darden Rests., Inc., 213 F.3d 474, 480 (9th Cir. 2000). At summary

judgment all evidence and inferences to be drawn must be construed in the

light most favorable to the nonmoving party. T.W. Elec. Serv Inc. v. Pac.

, 809 F.2d 626, 630 (9th Cir. 1987)

the non-movant is to be believed, and all justifiable inferences are to be

Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 255

At the summa weigh the

evidence and determine determine[s]

Id. at 249. The question is

whether "reasonable minds could differ as to the import of the evidence." Id.

at 250
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disagreement to require submission to a jury or whether it is so one-sided

Anderson, 477 U.S. at 251-

252

A. The District Court Should Be Reversed Because It
Misapplied Local Rule 230 -filed
Opposition to Summary Judgment and Late-filed Motion to Dismiss

Eastern District Local Rule section 230(c) sets forth the sanction that

n

opposition to a motion. Local Rule No party will be entitled

to be heard in opposition to a motion at oral arguments if opposition to the

motion has not been timely f -192)

Local Rule section 230(e) allows a defendant to file a related motion

under the same guidelines as an opposition. Local Rule section 230(e)

Any counter-motion or other motion that a party may desire to make

that is related to the general subject matter of the original motion shall be

served and filed in the manner and on the date prescribed for the filing of

opposition. If a counter-motion or other related motion is filed, the Court

may continue the hearing on the original and all related motions so as to give

all parties reasonable opportunity to serve and file oppositions and replies to

all pending motions. (ER 192-193)
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The summary judgment hearing was scheduled for February 6, 2013,

at 1:30 p.m. On February 4, 2013, defendant filed a third motion to continue

the summary judgment hearing and a motion to dismiss. (ER 2, 15, 47) On

February 5, 2013, the district court issued an order stating that the motion to

continue was moot and that summary judgment was taken under submission.

(ER 14) The following morning on February 6, 2013, defendant filed its

opposition to summary judgment. (ER 13a) Two days later on February 8,

permanent injunction was entered. (ER 4-13) In a separate minute order, the

red and that

been granted. (ER 2)

The district court signed the summary judgment order on February 7,

2013, and the order was entered the following day. (ER 4-13) The fact that

the court

expansive record and make its ruling is alarming enough. It is also indicative

discretion is the application of Local Rule section 230(c). Local Rule

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ íï ±º êè



25

section 230(c) does not afford the district court with the discretion to not

-filed motion to

opposition and by a related motion to dismiss. (ER 191-192) This highly

prejudicial error warrants reversal of the judgment.

B. Because the Mark is Unregistered, Plaintiff Must Prove
Ownership, Protectability, and Likelihood of Confusion

The Shingle Springs Band of Miwok Indians mark is unregistered2.

Therefore, to prevail on its infringement claim, plaintiff must prove

ownership, protectability, and likelihood of confusion. Brookfield

Communications, Inc., v. West Coast Entertainment Corp., 174 F.3d 1036,

1046 47 (9th Cir.1999); Network Automation, Inc. v. Advanced Sys.

Concepts, Inc. 638 F.3d 1137, 1144 (9th Cir. 2011) Under section 43(a) of

the Lanham Act, 15 U.S.C. § 1125(a) (1976), a plaintiff may still prove the

trademark validity of an unregistered mark. However, without federal

registration plaintiff loses the presumption of validity that registration

confers. Toho Co. v. Sears, Roebuck & Co., 645 F.2d 788, 790 (9th Cir.

2 Shingle Springs Band of Miwok Indians mark in January 2009.
After the application was published for opposition, plaintiff applied to register the same mark and

outcome of this litigation (Serial Nos. 77645341 and 77707568). Plaintiff filed this suit in the district court
December 23, 2008.
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1981) To succeed without the presumption of validity, plaintiff must show

Id

connected with the [mark] emanate from or are associated with the same

Levi Strauss & Co. v. Blue Bell, Inc., 632 F.2d 817, 820 (9th Cir.

1980). The Shingle Springs Miwok Indian mark is unregistered and is not

afforded the benefits that a registered mark is when proving validity of

ownership. At summary judgment, the plaintiff is required to prove these

additional elements, and the district is required to make determination on

these elements. Both plaintiff and the district court failed to do so.

C. The District Court Should Be Reversed Because It Failed to
Draw a Distinction Between the Marks at Issue, Allowing Plaintiff to

the Attributes of a
Registered Mark to Prove Infringement of an Unregistered Mark

initial complaint claimed infringement of the Shingle

Springs Band of Miwok Indians mark only. (ER 210-211) In amended

complaints, plaintiff added Red Hawk Casino and Shingle Springs

Rancheria as marks it claimed were being infringed. (ER 212-215) It then
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proceeded to mix the attributes of the individual marks in making its

arguments. (ER 16-80)

Plaintiff benefitted by being allowed to mix facts, by tacking, and by

skirting the heightened burden of proof for an unregistered mark. For

example, plaintiff relied on the concept of tacking to support its claim of

first use of the Shingle Springs mark in 1980, when it never used the name

in any public manner until 25 years later when it occasionally used it

publically to placate local government. (ER 18-80, 182-185, V4, V5 3-25)

At summary judgment, as throughout the case, plaintiff offers evidence of

billboard advertising for its Red Hawk Casino, to give the impression that

the Shingle Springs Miwok Indian mark is being used in the same manner,

billboard advertising shows, however, the portrayal is not accurate. This is

manipulation of facts and a species of tacking.

Tacking is allowed only in the exceptionally narrow instance

the mark that supports validity is 'the legal equivalent of the mark in

question or [is] indistinguishable that consumers consider both as the

same mark." Data Concepts, Inc. v. Digital Consulting, Inc., 150 F.3d 620,

623 (6th Cir.1998) The standard applied to tacking is exceedingly strict:
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"The marks must create the same, continuing commercial impression, and

the later mark [or mark with the beneficial attribute] should not materially

differ from or alter the character of the mark attempted to be tacked." Van

Dyne-Crotty, 926 F.2d at 1159 Data Concepts, 150 F.3d at 623 (adopting the

Van Dyne-Crotty test). This standard is considerably higher than the

standard for "likelihood of confusion." Id. The district court, however, never

mentioned tacking, and it never distinguished the marks. (ER 4-13) Instead,

concept. The lack of continuity and the cut and paste feel of the district

court confused attributes

and muddled the issues. (ER 4-14) At the very least, the district court

burden of proof for the

unregistered Shingle Springs Miwok Indian versus the Red Hawk Casino

mark. Outside of the heightened burden of proof, the marks are in no way

similar. The visual and auditory differences would have to be considered in

a trademark infringement evaluation. The district court, however, never

makes mention of this, and coincidentally neither does plaintiff. The result

discordant summary judgment order.
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D. The District Court Should Be Reversed Because It Failed to

Infringement Claim and, In Turn, Failed to Analyze Key Issues That
the District Court was Required to Make Determinations on.

When the district court issued the preliminary injunction enjoining

defendant from using its Shingle Springs Miwok Indian name, the court

that plaintiffs have

demonstrated

144) At no time thereafter did the district court improve on this analysis of

the issues in the case. summary judgment order is the

distric to address the issues, and the order is

nearly and offers only a

skeleton outline of the issues that the court was required to analyze to

properly evaluate . (ER 4-13) summary

judgment order states that plaintiff has is

the and that defendant used

(ER 4-13) The district court includes numerous other conclusory statements,

but that is the extent of the at summary judgment. (ER 4-13)

The court support the ruling with case law. In fact, the only case law
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that is mentioned throughout the case, or so it seems, is supporting case law

offered The record indicates that Mr.

Clark repeatedly offered on point case law when provided the opportunity.

(ER 143-146)

Without the differences being acknowledged by the district court, i

hard to determine whether the district court is applying the requirements of

proof for a registered mark or an unregistered mark. The elements that must

victimization. (ER 4-13, 137-147)

Regardless, it is apparent that the court did not mention or articulate

the requirement that s mark needed to be

a use in commerce as defined by case law. (ER 4-13, 137-147) The court

to confer ownership by virtue of first use. (ER 4-13, 137-147) The court did

not mention or articulate genericness versus distinctiveness. (ER 4-13, 137-

147) The court did not mention or articulate the requirement that plaintiff

prove secondary meaning. (ER 4-13, 137-147) And the district court never

mentioned Sleekcraft or the Sleekcraft factors, even though it found
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likelihood of confusion, across the board. AMF, Inc. v. Sleekcraft Boats, 599

F.2d 341, 348-349 (9th Cir. 1979) (ER 4-13, 137-147)

E. The District Court Should Be Reversed Because a Genuine
Issue of Fact Exists for Each Element of Plaintiff Claim
and Related Claims

1. Plaintiff Failed to Show, and Cannot Show, First Use of the
Mark

law that the standard test of ownership is

priority of use. To acquire ownership of a tra he party claiming

ownership [of an unregistered mark] must have been the first to actually use

Sengoku Works

Ltd., 96 F.3d 1217, 1219 (9th Cir. 1996) Plaintiff

plaintiff first used the Shingle Springs Miwok Indian mark in 1979 or 1980

based on the appearance of the Shingle Springs Band of Miwok Indians,

Shingle Springs Rancheria (Verona Tract), California composite on the list

of federally recognized tribes. (ER 16-80, 182-185) The Bureau of Indian

Affairs published the first Federal Register in 1979. (ER 35, 36,182-185,

V5-3-25) That year, Shingle Springs Rancheria (Verona Tract) of Miwok

Indians, California was the name that appeared on the published list. (ER

35) The following year, the listed name was changed to Shingle Springs
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Band of Miwok Indians, Shingle Springs Rancheria (Verona Tract),

California. (ER 36, 182)

The listed name has not changed since. (ER 36, 182)

At summary judgment, to support the proposition that plaintiff has

used the Shingle Springs Miwok Indian mark continuously since 1980,

plaintiff attached a copy of every list of federally recognized tribes that

appeared in the Federal Register from 1980 to 2010. (ER 35-36

claim, and supporting evidence, precludes plaintiff from prevailing at

summary judgment. The Shingle Springs Miwok Indian name appeared on

the first published list of federally recognized tribes in the Federal Register

in 1979 because some tribe was in existence prior to 1979. It is

uncontroverted that the pre-existing tribe is not plaintiff. (ER 150-178, V4,

V5 3-25) Plaintiff has not claimed, or offered any evidence showing that

any tribe the Shingle Springs Miwok

Indian mark prior to 1979. (ER 16-80, 182-185) The Federal Register list is

therefore is

required the di

Plaintiff attempts to use the concept of tacking to move its alleged

first use of the Shingle Springs Miwok mark to a period of time 20 years
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earlier. In trademark, tacking allows a party to tack a later use to a use an

earlier period of time. Without stating so, plaintiff attempts to tack the

period of time that it claims to have used the mark to forge

in the 1990s, back to the appearance of the

Shingle Springs Miwok name in the Federal Register in 1979. (ER 16-80,

182-185) The marks are not nearly similar enough to allow tacking to move

first use of the ahead in time. Data Concepts, 150 F.3d at

623-625

These facts indicate that p was actually

20 years after plaintiff claims. (ER 16-80, 182-185) Plaintiff never filled the

gap between its alleged first use in 1979 by the appearance of the Shingle

Springs Miwok name in the Federal Register to its alleged government to

government use when it was politicking its casino agenda in the la

and thereafter. (ER 16-80, 182-185, V5 3-25) The court, however, never

required plaintiff to substantiate this 20 year gap in time. Instead the court

stated from the outset of the case s

).
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The district court also never mentions that defendants have offered

evidence that it has used the name for many more years than 30. (ER 4-13,

137-147) Defendant testifies at his deposition that he was creating and

(Def. Dep. 05/13/12) Defendant was selling Miwok Indian goods

alleged use of the mark and he continued to until the

injunction was issued. (ER 18-80, 182-185) (Def. Dep. 05/13/12)

bitrary

name change from the Sacramento Verona Band of Homeless Indians to the

Shingle Springs Band of Miwok Indians, and its inability to show that its

tribe has any members with Miwok Indian lineage, further undermines

plain of the mark. (ER 18-80, 182-185)

2. Plaintiff Did Not Show That It Used the Mark in Commerce

In order to establish protectable trademark rights in the Shingle

Springs Miwok Indian mark, plaintiff must show its use of the mark in

commerce. Brookfield ., 174 F.3d

1036, 1051-52 (9th Cir. 1999). The Lanham Act provides that, [a] mark

shall be deemed to be in use in commerce on services when it is used or

displayed in the sale or adver and the person rendering
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the services is engaged in commerce in connection with the services. Id.

Both elements are required, and both

Chance v. PacTel Teletrac Inc., 242 F.3d 1151, 1159 (9th Cir. 2001)

Lanham Act grants trademark protection only to marks th in

Brookfield

., 174 F.3d at 1051 obligation to

construe the evidence in the light most favorable to the non-moving party,

and the highly factual nature of proving use in commerce, plaintiff did not

meet its burden of showing no genuine issue of fact exists on the issue of use

of the Shingle Springs Miwok name in commerce.

Plaintiff relies on two main themes to support its contention that it is

the owner of the Miwok Indian mark, and both fail on the issue of use in

commerce. First, plaintiff suggests, and offers as evidence at summary

judgment, that, because the Shingle Springs Miwok Indian name appears on

the list of recognized tribes in the Federal Register, it is being used in a

manner sufficient to confer trademark right. However, even if plaintiff had a

legitimate interest in the name when the name was placed on the Federal

Register list, federal recognition and the appearance of the name on the list

do not show that plaintiff is using the name in commerce. There is nothing
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commercial about it. The Federal Register is not a

not read by the consumer public . It

seems implausible that the district court could have given this evidence

weight

use of the mark in commerce.

Likewise, plaintiff suggests that the various times that plaintiff needed

to use the Shingle Springs Miwok Indian name to placate local government

entities and facilitate its casino deal on a federal level, also shows use that

confers trademark rights in the Miwok Indian name. However, this

that plaintiff repeatedly refers to, is

not a commercial use that builds consumer association and identification

between the name and a particular product in the minds of the consumer

public. (ER 16-80, 182-185) The district court should not have given this

rhetoric weight as to ownership of the Miwok

Indian mark.

If the district court did provide it weight, it should have closed the

book on the issue of first use in favor of defendant. Referring back to the

1968 overpass project at the Shingle Springs reservation site in which

Indian tribe was a partner and beneficiary, the politics
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that were forged would

be similar, if not identical, to the relationships claimed by plaintiff to support

its position of superior rights in the Miwok Indian mark throughout the

district court case. This precludes plaintiff from prevailing at summary

judgment, as defendant

a similar process and in similar fashion, using the Shingle Springs Miwok

Indian name that is at issue, in a manner similar to what plaintiff now claims

is a basis for its superior rights in the mark. (ER 150-178,182-185, V5 3-25)

No matter how it is argued, if this type of interaction with government

agencies is considered a use of the mark in commerce sufficient to establish

trademark ownership by virtue of first use, as plaintiff apparently argues it

is, then the 1968 Calt

and beneficiary of the project, establishes a genuine issue of material fact on

the determinative issue of first use of the unregistered Shingle Springs

Miwok Indian mark. Sengoku Works, 96 F.3d at1219 (ER 150-178,182-185)

3. Plaintiff Did Not Show the Mark is Not Generic

In its summary judgment papers, Plaintiff makes the conclusory

statement that the mark is protectable because it is descriptive and has

acquired seconda 18
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address genericness much less prove that the mark is not generic as required.

(ER 16-33) When a defendant raises the defense of genericness in an

infringement case involving an unregistered mark, the plaintiff has the

burden of proof to show that the mark is valid and not generic. Filipino

., 198 F.3d 1143, 1146 (9th

Cir. 1999) Plaintiff raised the defense of genericness. (ER V5 40) "Whether

a mark is generic is a question of fact." Stuhlbarg Int'l Sales Co., Inc. v. John

D. Brush & Co., Inc., 240 F.3d 832, 840 (9th Cir. 2001). Descriptive marks

characteristic of the product in a way that does not

require any exercise of the Surfvivor Media, Inc. v. Survivor

Productions, 406 F.3d 625, 632 (9th Cir. 2005). A descriptive mark can

receive trademark protection if it has acquired distinctiveness by establishing

Filipino Yellow Pages, Inc. v.

., 198 F.3d 1143, 1147 (9th Cir. 1999).

marks give the general name of the product; they embrace an entire class of

Kendall-Jackson Winery, Ltd. v. E. & J. Gallo Winery, 150 F.3d

1042, 1047 (9th Cir. 1998) capable of receiving

protection because they identify the

KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 408
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F.3d 596, 602 (9th Cir. 2005) "A 'generic' term is one that refers, or has

come to be understood as referring, to the genus of which the particular

product or service is a species. It cannot become a trademark under any

circumstances." Filipino Yellow Pages, 198 F.3d at 1147. "To determine

whether a term has become generic, we look to whether consumers

understand the word to refer only to a particular producer's goods or whether

the consumer understands the word to refer to the goods themselves." Yellow

Cab Co. v. Yellow Cab of Elk Grove, Inc., 419 F.3d 925, 929 (9th Cir. 2005)

One method of determining whether a product is generic is to evaluate

whether "buyers understand the term as being identified with 'a particular

producer's goods or services or 'with all such goods and services, regardless

of their suppliers."' Surgicenters of America, Inc. v. Medical Dental

Surgeries Co., 601 F.2d 1011, 1014 (9th Cir. l979) In the latter instance, the

term is generic. Similarly, courts in the Ninth Circuit use the "who-are-you"

or "what-are-you" test: A valid mark answers the buyer's questions, "Who

are you? Where do you come from? Who vouches for you?" Filipino Yellow

Pages, 198 F.3d at 1147 (quoting Official Airline Guides, Inc. v. Goss, 6

F.3d 1385, 1391 (9th Cir. 1993)) The generic name of the product, on the

other hand, answers the question "What are you?" Id.
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Whether the Miwok Indian mark is generic or not is inconsequential.

Plaintiff produced no evidence, at summary judgment or otherwise, to prove

that the Shingle Springs Miwok Indian mark is not generic. (ER 16-90)

Under Filipino Yellow Pages this is a fatal error. Filipino Yellow Pages, 198

F.3d at 1146. It is also sufficient cause to reverse the district court

judgment.

4. Plaintiff Did Not Show the Mark is Distinctive

For an unregistered

Zobmondo Entertainment, LLC v. Falls Media, LLC, 602 F.3d

1108, 1114 (9th Cir. 2010).

primary significance to the purchasing public. Quicksilver, Inc. v. Kymsta

Corp., 466 F.3d 749, 760 (9th Cir.2006) "[t]he more likely a mark is to be

remembered and associated in the public mind with the mark's owner, the

greater protection the mark is accorded by trademark laws." GoTo.com, Inc.

v. Walt Disney Co., 202 F.3d 1199, 1207 (9th Cir. 2000)

"A descriptive term, unlike a generic term, can be a subject for

trademark protection under appropriate circumstances." Filipino Yellow

Pages, 198 F.3d at 1147 "Although descriptive terms generally do not enjoy
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trademark protection, a descriptive term can be protected provided that it has

acquired 'secondary meaning' in the minds of consumers, i.e., it has "become

distinctive of the [trademark] applicant's goods in commerce." Id. (citing

Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 10 (2d Cir.

1976) (Friendly, J.) and 15 U.S.C. § 1052(f)). Descriptive

particular characteristic of the product in a way that does not require any

Surfvivor Media, Inc. v. Survivor Productions,

406 F.3d 625, 632 (9th Cir. 2005). A descriptive mark can receive

trademark protection if it has acquired distinctiveness by establishing

Filipino Yellow Pages, 198 F.3d at

1147

For a descriptive term to obtain secondary meaning, a plaintiff must

show that there is a "mental association by a substantial segment of

consumers and potential consumers between the alleged mark and a single

source of the product." Levi Strauss & Co. v. Blue Bell, 778 F.2d 1352, 1354

(9th Cir. 1985) (en banc). "Secondary meaning can be established in many

ways, including (but not limited to) direct consumer testimony; survey

evidence; exclusivity, manner, and length of use of a mark; amount and

manner of advertising; amount of sales and number of customers;
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established place in the market; and proof of intentional copying by the

defendant." Filipino Yellow Pages, 198 F.3d at 1151

Plaintiff produced no evidence, at summary judgment or otherwise, to

prove that the Shingle Springs Miwok Indian mark is not generic. Under

Filipino Yellow Pages this is a fatal error. Filipino Yellow Pages, 198 F.3d at

1148-1151

5. Plaintiff Cannot Rely on Self-serving Declarations to Prove the
Mark Has Acquired Secondary Meaning

Plaintiff offers six declarations to support its motion for summary

judgment. One declaration

om employees of plaintiff. (ER 16-90)

Each of these declarants have a stake in the matter. The other two

declarations are apparently offered to show bad faith. Neither of

the declarations pertains to in commerce. (ER

41-45) Both declarations refer to actions that are political in nature, not

commercial. (ER 41-45). The readily apparent political motive supports the

correct understanding that defendant was not acting in bad faith, and is not

motivated by profit or
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casino. (ER 150-

178, V5)

Declarations from a trademark plaintiff's employees and associates are

of "little probative value regarding the assessment of consumer perception"

because "[t]rademark law is skeptical of the ability of an associate of a

trademark holder to transcend personal biases to give an impartial account of

the value of the holder's mark." Self-Realization Fellowship Church, 59 F.3d

at 910. The declarations of Fonseca, Barker, Ward, and Whitehurst are all

self-serving and are of little value in proving infringement. (ER 41-85)

6. Plaintiff Failed to Show That the Mark Has Acquired
Secondary Meaning

Descriptive marks only receive protection if they acquire secondary

meaning.

Management, Inc., 618 F.3d 1025, 1032-33 (9th Cir. 2010) Evidence of

secondary meaning from a partial source possesses very limited probative

value. Norm Thompson Outfitters, Inc. v. GM Corp., 448 F.2d 1293, 1297

(9th Cir. 1971)

Levi Strauss & Co. v. Blue Bell, Inc., 778 F.2d 1352, 1355 (9th Cir. 1985)

To determine whether a descriptive mark has secondary meaning, a finder of
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whether actual purchasers of the product bearing the

claimed trademark associate the trademark with the producer, (2) the degree

and manner of advertising under the claimed trademark, (3) the length and

manner of use of the claimed trademark, and (4) whether use of the claimed

trademark has been Levi Strauss, 778 F.2d at 1358 (quoting

Transgo, Inc. v. AJAC Transmission Parts Corp., 768 F.2d 1001, 1015 (9th

Cir. 1985)) Evidence of secondary meaning from a partial source possesses

very limited probative value. Norm Thompson Outfitters, Inc. v. GM Corp.,

448 F.2d 1293, 1297 (9th Cir. 1971)

To support its motion for summary judgment, plaintiff offered the

declaration of the Red Hawk Casino , Mark Ward. (ER

60) The advertising director states plaintiff has spent millions of dollars on

the attached exhibits indicate that the Shingle Springs Miwok Indian name is

not being advertised. (ER 61-69) None of the advertising displays the

Shingle Springs Miwok Indians mark. (ER 61-69) The mark is absent from

every billboard photo that is attached as an exhibit. (ER 69) The billboards

refer only to the Red Hawk Casino. (ER 69)

shows that the Shingle Springs Band of Miwok Indians mark
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has not gained secondary meaning through use. A consumer

taking note of one of the billboards would be inclined to believe that the

casino exists without a connection to a local Indian tribe, since there is no

such tribe mentioned. The plaintiff has spent

advertising its casino in this manner does not develop consumer association

with the Shingle Springs Miwok Indian mark. (ER 61-68)

advertising actually segregates the Miwok Indian name from the casino in

consumer perception, and acts to lessen any possible association. (ER 61-69)

billboard advertising also shows that plaintiff does not

intend to create consumer association with the Miwok Indian name. The

billboards show that plaintiff is intent on advertising only the Red Hawk

Casino . (ER 69) This evidence weighs

heavily against plaintiff at summary judgment. The only other evidence in

the record shows that defendant is the rightful owner of the Shingle Springs

Miwok Indian mark, not plaintiff. (ER 16-85, 150-178, 182-185, V4, V5)

Plaintiff's evidence of use of the Miwok Indian mark, and manner of

advertising, is insufficient to establish that the mark has gained secondary

meaning, and summary judgment should have been denied on this basis

alone. "Where the party asserting trademark rights... fails to set forth

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ ëî ±º êè



46

sufficient evidence from which a trier-of-fact could reasonably conclude the

establishment of secondary meaning in the relevant market as of the relevant

time, summary judgment for the adverse party is appropriate." Chrysler

Corp v. Vanzant, 44 F. Supp. 2d 1062, 1074 (C.D. Cal. 1999). The district

court should be reversed because plaintiff failed to establish that the Shingle

of the mark.

7. Evidence is Far From
Sufficient
this Case

Whether confusion is likely is a factual determination woven into the

law. Levi Strauss & Co. v. Blue Bell, Inc., 778 F.2d 1352, 1356 (9th Cir.

1985)

summary judgment motions regarding the likelihood of confusion sparingly,

as careful assessment of the pertinent factors that go into determining

Trek Bicycle Corp., 305 F.3d 894, 901-02 (9th Cir. 2002) (citing Clicks

Billiards Inc. v. Sixshooters Inc., 251 F.3d 1252, 1265 (9th Cir. 2001));
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1114. The test for likelihood of confusion is the likely reaction of typical

buyers including those who are ignorant, unthinking, and credulous.

Fleischmann Distilling Corp. v. Maier Brewing Co., 314 F.2d 149, 156 (9th

Cir. 1963) Likelihood of confusion is analyzed using the eight so-called

Sleekcraft factors: (1) strength of the mark, (2) proximity or relatedness of

goods, (3) similarity of the marks, (4) evidence of actual confusion, (5)

convergence of marketing channels, (6) degree of care customers are likely

to use when purchasing goods of the type in question, (7) intent of defendant

in selecting the mark, and (8) likelihood the parties will expand their

business lines. White v. Samsung Electronics America, Inc., 971 F.2d 1395,

1400 (9th Cir. 1992); Sleekcraft Boats, 599 F.2d 341, at 348-349

These factors are a non-exclusive set helpful in making an ultimate

factual determination of the likelihood of confusion, but they are not

Eclipse Associates Ltd., v. Data General Corp., 894 F.2d

1114, 1118 (9th Cir. 1990) However,

is often a fact-intensive inquiry, courts are generally reluctant to decide this

Au-Tomotive Gold, Inc. v.
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Volkswagen of Am., Inc., 457 F.3d 1062, 1075 (9th Cir. 2006) (citing Thane,

305 F.3d at 901-02)

Plaintiff claims of likelihood of confusion, but plaintiff offers no

evidence to support the claim. (ER 61-80)

summary judgment motion with consumer perception evidence. (61-80)

Consumer perception evidence in some form is required to show likelihood

of confusion. Park `N Fly, Inc. v. Dollar Park and Fly, Inc., 718 F.2d 327

(9th Cir. 1983) Without consumer perception evidence such as a survey or

similar method that gauges consumer association between the mark and a

particular

confusion. court could have evaluated the

evidence using the Sleekcraft factors, and still have found likelihood of

confusion. AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341 (9th Cir. 1979)

Under Sleekcraft, the Shingle Springs Miwok mark

advertising, independent of other evidence, is sufficient to create a

genuine issue of fact on the required element of likelihood of confusion to

defeat summary judgment. Id.

8. The Red Hawk Casino Mark is Not at Issue, But if It Were,
Plaintiff Cannot Prove Infringement of the Mark

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ ëë ±º êè



49

Plaintiff was using the Red Hawk Casino mark when it filed its

original complaint, but it

mark. (ER 225-226) The piles of documents that plaintiff placed in the

record as evidence of infringement hardly mention the Red Hawk Casino

name. (ER 16-95) This contradiction indicates that plaintiff may have had

less obvious reasons for adding the Red Hawk Casino mark to its

allegations. It is certainly the most public name of the allegedly infringed

marks. It also became a registered mark. Plaintiff, however, fails to offer

sufficient evidence to show that defendant infringed on Red Hawk mark to

preclude a trier of fact from concluding that there was no infringement. The

evidence is too thin for the district court to properly have found that no

genuine issue of material facts exists as to infringement of the Red Hawk

Casino mark.

Furthermore, as shown by the declarations plaintiff offered in support

of summary judgment, the allegedly infringing acts are political acts, not

acts of infringement. (ER 38-65) A reasonable trier of fact could also find

that, the alleged acts of infringement are more appropriately described as

acts of defendant rightful use the rightful name that his Miwok Indian tribe

has been using for 150 years. (ER 38-65, 150-178, V5 3-25)
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Plaintiff knows that the Red Hawk Casino mark is not the mark at

issue in this case, and p ed this in open court. When

needing to clarify a point at a motion hearing, pl

what counsel believes is a misperception held by the court, stating that,

Plaintiff is not here contending that Mr. Caballero believes he is the rightful

owner of the Red Hawk Casino [mark]. In fact, this case [only] involves use

of the name Shingle Springs Band of Miwok Indians [not the name Red

Hawk Casino]... (ER 219)

Another problem for plaintiff is that, despite the eventual registration

Red Hawk Casino

generic mark. "[T]he primary significance of the [Red Hawk Casino] mark is

to describe the type of product rather than the producer," and thus merely

answers the question, "what are you?" Filipino Yellow Pages, 198 F.3d at

1147 Red Hawk Casino does not primarily denote a specific origin or

source. Rather, it merely identifies the "type of product" sold by plaintiff,

answering the consumer's "what are you" question with the response,

casino." Adding the Indian connotation Red Hawk

transform the generic mark in to a descriptive mark automatically. Plaintiff
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is required to offer evidence to support the proposition that the mark is not

generic. Id.

Despite a strong presumption of validity that a registered mark is

given, the Red Hawk Casino mark is

is "perilously close to the`generic' line." Computerland Corp. v. Microland

Computer Corp., 586 F. Supp. 22, 25 (N.D. Cal. 1984). Filipini Yellow

Pages, Inc. 198 F.3d 1143 (9th Cir. 1999) Entm 't Inc., 581 F.3d 1138, 1146

(9th Cir. 2009) ("The true test of secondary meaning is the effectiveness of

the advertising effort"). Plaintiff's Red Hawk Casino mark is generic and, if

descriptive, it lacks secondary meaning. survey results

from which a trier of fact could conclude that is not generic. Plaintiff only

offers photos of billboards and isolated print ads. (ER 61-69) This evidence

is not sufficient to show that the mark has grown out of its genericness.

9. Summary Judgment on the State Law Claims Should Be
Reversed Because Both Claims Require Proof of Infringement, Which
Plaintiff Failed to Show

Plaintiff's state law claims for trademark infringement and unfair

business practices under Cal. Bus. & Prof. Code § 17200 fail for the reasons

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ ëè ±º êè



52

discussed above. To the extent these claims rest on the validity of plaintiff's

ownership of the mark

district court should not have granted summary judgment on the state law

claims. In the absence of both ownership and infringement, defendant's

conduct was not "unlawful" within the meaning of the § 17200, and

defendant did not wrongfully use a protected trademark to interfere with

Plaintiff's business or business relationships. (ER 220-221) If it is the Red

Hawk Casino mark that plaintiff wishes to contend is the mark at issue under

§ 17200, plaintiff did not present sufficient evidence to establish the

alle claim

. Brown v. Allstate Ins. Co., 17 F. Supp. 2d 1134,

1139 (S.D. Cal. 1998) ("Plaintiff must establish an actual economic

relationship or a protected expectancy with a third person, not merely a hope

of future transactions.") Plaintiff did not meet is burden of proof and add

any evidence to allow its § 17200 claim to survive when its federal claims

fail. Therefore, the district court erred when it granted summary judgment on

state law claims for the same reasons as the federal claims, as set

forth above.
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10. squatting Claim Should
Be Reversed Because Plaintiff Did Not, and Cannot, Show Bad
Faith Intent to Profit

P conclusory allegations do not support summary judgment

on its cybersquatting claim. (ER 18-33) Section 1125(d) of the Lanham Act

A person shall be liable in a civil action by the

owner of a mark, including a personal name which is protected as a mark

under this section, if, without regard to the goods or services of the parties,

that person (i) has a bad faith intent to profit and registers,

traffics in, or uses a domain related to the protected mark. 15 U.S.C.

1125(d) the

case, does not sho bad faith intent to profit. (ER 38-94) In

ven show bad faith, much less the intent to

profit. For instance, plaintiff repeatedly offers the post office incident and

the University of California museum incident as key evidence showing

-94) At summary judgment, plaintiff offers the

declarations of the post office clerk and the museum curator presumably to

show how defendant has acted in bad faith. However, even though the

declarants have been enlisted by plainti

faith. (ER 38, 39, 41, 42) The summary judgment declarations of Mr.
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Chavez and Mr. Garcia actually indicate that defendant was acting with the

earnest belief the actions were necessary to protect his Miwok

identity and to preserve its tribal history. (ER 38, 39, 41, 42, V4 1-14) At

the most the acts were examples of ill-advised political action. In the worst

light, the declarations of the curator and the postal clerk show the two-sides

of a dispute that is both public and political. However, plaintiff has offered

no competent evidence showing that defendant acted with the intent to

profit. Defendant had no such intent, and the evidence support this

conclusion.

E. The Case Should be Remanded Because the District Court
Failed to State the Basis for Its Finding of Infringement and Failed to
Provide Analysis of the Issues

summary judgment order is conclusory and lacks

analysis. (ER 4-13) The order is indicative of the lack of analysis offered by

the district court in its orders over the entirety of the case, and is again

batim. (ER 4-13) The order states that

summary judgment was granted for reasons set forth in moving

(ER 4) The court then offers a skeleton outline of an incomplete

list of issues that the court ostensibly considered in its evaluation of
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. (ER 4-13) None of the issues on the

incomplete list of issues are analyzed. (ER 4-13)

When a district court fails to make sufficient factual findings on

decisive issues, the usual rule is that there should be a remand for further

proceedings to permit the trial court

Pullman-Standard v. Swint, 456 U.S. 273 (1982) The court cannot not defer

to findings of fact that are insufficient to allow meaningful review. Consol

Aluminum Corp. v. Fon , 910 F.2d 804, 814 (Fed. Cir. 1990)

onclusory factual findings provide an independent

because insufficient findings preclude meaningful

Grayco, Inc. v. Binks Mfg. Co., 60 F.3d 785, 791 (Fed. Cir. 1995)

The Appellate Court can be assured that the district court failed to make

sufficient findings on decisive issues, because it failed to make sufficient

findings on all issues. The district court order states that plaintiff has

is the and that defendant

used ,

statements, but that is the extent of the analysis. (ER 4-13)

The permanent injunction aspect of the order is the same. (ER 4-13)

Each paragraph of the order makes a broad reference to trademark law and
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then the order lists the numerous marks that defendant is enjoined from

using, without further explanation. (ER 4-13) The order enjoins defendant

co Miwok

Indian not provide the basis for such restrictive

determinations. (ER 4-13) For instance, the district court does not articulate

how it concluded that the mark Champion Indian infringes on the mark

Shingle Spring Band of Miwok Indians. (ER 4-13)

A

findings of fact, even when issuing a injunction, requires the Federal

Circuit to vacate the consequent decision or order. Digital Equip. Corp. v.

Emulex Corp., 805 F.2d 380, 383 (Fed. Cir. 1985) Here, the district court

fails to explain how it determined that no genuine issue of fact exists on the

issues of first use, use in commerce, distinctiveness, secondary meaning,

likelihood of confusion, and numerous other issues. (ER 4-13) Because the

mark is unregistered, the district court is required to provide analysis for

each of these issues in its order for the order to be sufficient. Grayco, Inc. at

791-792 The di requires remand. Id.

//

//

Ý¿»æ ïíóïëìïï ïîñðêñîðïí ×Üæ èèçïìïç Üµ¬Û²¬®§æ íì Ð¿¹»æ êí ±º êè



57

IX. CONCLUSION

For the reasons set forth above, Appellant asks the Court to reverse

summary judgment and order the permanent

injunction vacated. Appellant further asks the Court to declare defendant the

rightful owner of the Shingle Springs Band of Miwok Indians mark, and all

confusingly similar marks Respondent is using. Defendant further requests

that the Court instruct the district court to award costs to

defendant as an exceptional case under the Lanham Act.

November 26, 2013 By: /s/ Keith R. Oliver-----
KEITH R. OLIVER
Attorney for Appellant
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