
 

 

IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF NEW MEXICO 

 
THE NAVAJO NATION, et al., 
 

Plaintiffs, 
v.      No. CIV 2012-00195 LH-WDS 
 
URBAN OUTFITTERS, INC., et al. 
 

Defendants. 
 

 

REPLY IN SUPPORT OF DEFENDANTS’ 

MOTION TO DISMISS THE AMENDED COMPLAINT  

 

Plaintiffs‟ Response (“Response”) to Defendants‟ Motion to Dismiss repeatedly parades 

the phrase “trademark use” before this Court in a failed attempt to salvage what is plainly a 

defective Amended Complaint.  A cursory review of the Exhibits attached to the Amended 

Complaint shows that, despite Plaintiffs‟ repeated argument to the contrary, the term “navajo” 

was never used by any of the Defendants to identify the source of any good or service, but was 

always used to identify the type of design used for the accused good.  Moreover, Plaintiffs‟ 

interpretations of legal authority is consistently erroneous.  Finally, Plaintiffs‟ failure to respond 

to the argument that Plaintiffs are judicially estopped from asserting the Indian Arts and Crafts 

Act (IACA) confirms that they are, in fact, taking inconsistent positions and, therefore, Tenth 

Circuit precedent requires dismissal of Count IV.  For these reasons, as well as the reasons set 

forth in the Motion to Dismiss and in this Reply, Defendants respectfully request that the 

Amended Complaint be dismissed with prejudice. 

1. COUNTS I, II, AND III SHOULD BE DISMISSED WITH PREJUDICE 

Try as they might, this is simply not the trademark infringement case the Plaintiffs so 

desperately want it to be.  The manner in which the term navajo appears within the Exhibits 

attached to the Amended Complaint demonstrates that the term was never used by any of the 
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Defendants as a trademark, but rather was used to identify the textile designs of various 

different private label and third party brand clothing, such as Pendleton, Woolrich, and Lucca 

Couture, as well as the designs of various private label and third party brand clothing 

accessories.  The Amended Complaint does not allege that the term navajo appears on the labels 

sewn into any clothing sold by Defendants, which is indisputably the place where brands are 

placed in the apparel market.  Nor can it.  The Amended Complaint also does not allege that the 

term navajo actually appears on the fabric of any clothing or any other merchandise.  Nor can it.  

Rather, the Amended Complaint relies entirely on “a selective compilation of Internet websites 

pages,” which, according to Plaintiffs‟ own argument, should be viewed with skepticism, see 

Dkt. 34 at p. 18, and which Plaintiffs do not deny were “cropped” to remove print identifying the 

country of origin (thus hiding the fact that consumers were told the products were not made in 

the USA).  See Dkt. 30-1 at pp. 2-24. 

Plaintiffs‟ legal argument that Defendants‟ use of the term navajo was prominent, and 

therefore shows trademark use, see Response at p. 9, is belied by the Exhibits.  The Exhibits – 

which are the heart of the factual allegations – show that Defendants‟ use of the term was neither 

prominent nor trademark use.  On each page, Defendants‟ respective well-known store brand 

(Urban Outfitters, Anthropologie, Free People) appeared most prominently – in significantly 

larger font, set apart from other text, and in bold/unique stylization.  Also on each page, the 

particular private label or third-party brand of the item -- such as Pendleton, Woolrich, or Lucca 

Couture – typically appears before the term navajo, again showing that the term navajo was used 

to identify the type (or category) of design.  Importantly, the term navajo was almost always 

subsumed within the description of the product and appeared in the same size and font as 

surrounding text.  In fact, many exhibits include the word “print” immediately following the term 
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navajo, see Dkt. 30-1 at pp. 10, 14, further confirming its use as a descriptor and not as a 

trademark.  Plaintiffs‟ invitation for this Court to ignore what appears on the face of the Exhibits 

and, instead, accept Plaintiffs‟ repeated incantation of the legal conclusion “trademark use” 

should be rejected. 

Confronted with a serious “factual allegation” deficiency, Plaintiffs nonetheless argue 

that the Amended Complaint should not be dismissed because Defendants‟ “preferred authority”, 

Hygrade Food Prods. Corp. v. H.D. Lee Mercantile Co., 46 F.2d 771 (10th Cir. 1931), does not 

support dismissal at this stage of the case.  See Response at pp. 6-7.  As shown below, Plaintiffs 

misunderstand Hygrade. 

In Hygrade, a trademark infringement complaint was brought on behalf of a plaintiff who 

claimed trademark rights in the mark “Hygrade” against defendants because they displayed 

“High Grade Food Stores” on their places of business.  The complaint was dismissed by the trial 

court.  In upholding the dismissal, the Tenth Circuit observed that both the plaintiff and 

defendants were using the same term, albeit spelled differently, but nonetheless ruled that the 

complaint was correctly dismissed by the trial court because “mere use of the phrase „High 

Grade Food Stores‟ on a [defendants‟] place of business, without marking the goods and 

packages offered for sale by a trade-mark” could not support a trademark cause of action.  Id. at 

773 (emphasis added).  See generally 2 J. Thomas McCarthy, McCarthy on Trademarks and 

Unfair Competition § 11:48 (4th ed. 2012)(recognizing Hygrade as “fair use” dismissal).  The 

ruling in Hygrade is on all fours with this case because the Exhibits on which Plaintiffs rely 

shows that no product was marked with “navajo” as a trademark. 

Plaintiffs argue that even if dismissal were otherwise appropriate at this stage of the case, 

the “fair use” defense should not apply because the defense applies solely to descriptive terms, 
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and the term navajo, according to Plaintiffs, was never descriptive when applied to goods, but 

rather was always inherently distinctive.  See Response at pp. 4 and 7.  Plaintiffs‟ analysis misses 

the mark. 

Plaintiffs acknowledge that the term “Navajo,” when used to refer to persons who self-

identify with the Indian tribe (“the Navajos”) or to the location of the tribe, is “geographically 

descriptive.”  See Amended Complaint Dkt. 30 at ¶ 9; see also Response at p. 4 (“the word 

„Navajo‟ refers to the Indian Nation that shares territory with Arizona, Utah, and New 

Mexico.”); see generally Restatement (Third) of Unfair Competition § 14 cmt. d (1995 & Supp. 

2011) [hereinafter, the “Restatement”] (a “geographic term is any word or other symbol that 

designates a geographic location.”). 

When analyzing geographically descriptive terms, it is well recognized that 

distinctiveness “is determined by the same principles applicable to all other designations.”  See 

Restatement § 14 cmt. d.  “If prospective purchasers understand a designation as indicating the 

geographic origin of the goods or services, or the location of the business with which it is used, 

the designation is geographically descriptive” and “[s]uch designations are not inherently 

distinctive[.]”  Id. (emphasis added).  Pertinent here, “[i]f the place is noted for the goods on 

which the term is used, consumers can be expected to view the designation descriptively.”  Id.  

Thus, just as FRENCH on wine and FLORIDA on grapefruit are descriptive, the term NAVAJO 

on textile products, including for example rugs and blankets, was never arbitrary but always 

descriptive.  Id.  The dictionary definitions on which Plaintiffs rely in their Response confirm 

that the term navajo when used by Plaintiffs to identify goods from the Navajos was in its 

original sense geographically descriptive.  See Dkt. 35-1, Webster’s Third New International 

Dictionary of the English Language 1508 (3d ed. 1986) [hereinafter, “Webster’s Dictionary”] 
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(defines “navajo blanket” and “navajo rug”:  “a blanket woven by the Navajo in geometric 

designs . . .”).
1
 

That does not, however, end the inquiry.  Also set forth in the dictionary above; and, 

indeed, as alleged in the Amended Complaint, the designs of Navajo rugs and blankets are 

“Indian-styled prints” that include, among other things, “geometric prints”.  See Dkt. 30 at ¶¶ 31 

and 37.  This is important because whenever the term navajo is used to refer to the design, the 

term is not identifying the source of any good but rather the type (or category) of design.  Thus, 

when the July 2012 fashion publication Lucky directs its readers to a “high glam way to wear the 

Navajo trend” it plainly is referring to the generic category of design.  See Ex. A (copy of Lucky 

magazine pages attached as Ex. 5 to the Declaration of Cynthia Squire-Holder (“Squire-Holder 

Decl.”)); see also Dkt. 35-1, Webster’s Dictionary at 1508 (defining the term “navajo” when 

used for a color to mean or describe “a strong to vivid orange that is redder than orpiment orange 

and slightly redder and darker than Big Four yellow”; and defining the term “navajo” when 

identifying a stitch to mean or describe a type of “basketry stich in which the binding strand 

encloses the working coil and the previous coil in a figure eight.”).  These uses of the term 

navajo have never been arbitrary because they identify types of designs, and, despite Plaintiffs‟ 

representation to the contrary, they cannot adequately be described merely as geometric or 

southwestern.  Thus, the presence of trademark rights, assuming they exist – although they are 

not here adequately alleged -- does not provide a mark holder with the exclusive right to use the 

mark in its descriptive sense.  Vail Associates, Inc. v. Vend-Tel-Co., 516 F.3d 853, 866 (10th Cir. 

2008) (holding that presence of an incontestable registration did not provide mark holder with an 

exclusive right to use the mark VAIL in its descriptive sense). 

                                            
1
  The Webster’s Dictionary definitions submitted in Plaintiffs‟ Response as Exhibit A show “navaho” spelled with 

the last two letters “ho” instead of “jo” demonstrating that Plaintiffs‟ claim of tarnishment by virtue of such spelling 

is without merit.  See Dkt. 30 at ¶¶ 21, 22 and 28. 
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Plaintiffs‟ argument that Defendants produced and branded a product line called “the 

Navajo line,” see Response at p. 1, is without factual support because the accused goods are sold 

by different and wholly independent entities (Urban Outfitters, Anthropologie, and Free People) 

and originate from different third-party sources, including, for example, Pendleton, Woolrich, 

and Lucca Couture, such that the accused products that would supposedly make up Defendants‟ 

Navajo product line are, in many instances, not even Defendants‟ own products.  Similarly, the 

argument that Defendants eliminated only some of their uses of the term “Navajo” in response to 

Plaintiffs‟ cease-and-desist letter is based on the false premise that the Defendants are the same 

entity, when they are not.  Once notified, each of the separate Defendants in this action 

eliminated all accused uses of the term “Navajo” for the express purpose of avoiding this very 

dispute, even though they were under no legal obligation to do so. 

Plaintiffs concede, as they must, that “generic marks do not indicate the particular source 

of an item, and [therefore] are not entitled to trademark protection.”  See Response at p. 16 

(citations omitted).  Plaintiffs argue, however, that the Tenth Circuit, in Creative Gifts, Inc. v. 

Fascinations Toys and Gifts, Inc., 235 F.3d 540 (10th Cir. 2000), rejected the proposition that an 

adjective may be generic.  Plaintiffs‟ characterization of this case and the law is incorrect. 

In Creative Gifts, the Tenth Circuit considered an appeal by a defendant found by the 

lower court to have infringed the trademark LEVITRON.  Id. at 541.  On appeal, the defendant 

argued that the term LEVITRON had become generic.  Finding no evidence of generic use 

anywhere in the trial record before it, the Tenth Circuit upheld the lower court‟s finding as not 

clearly erroneous.  The Tenth Circuit never ruled that an adjective can never be a generic term.  

In fact, it never considered that issue.  Rather, the Tenth Circuit merely characterized the alleged 

trademark rights that were at issue in the case as use in the “adjectival sense as an identification 
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of source.”  Id. at 545 (emphasis added).  To be clear, nowhere in Creative Gifts did the Tenth 

Circuit hold that adjectives may not be generic terms.  Nor would the Tenth Circuit so hold 

because it is well known that geographic terms can become part of a generic designation.  Thus, 

just as “„Swiss‟ cannot be appropriated as a trademark for cheese []or „Worcestershire‟ for 

sauce,” see Restatement at § 14, neither can “Navajo” for design. 

2. COUNT II (DILUTION) SHOULD FURTHER BE DISMISSED WITH PREJUDICE 

Count II should be dismissed for another reason.  A mark is “famous” only if it is 

“widely recognized by the general consuming public of the United States as a designation of 

source of the goods or services of the mark‟s owner.” 15 U.S.C. § 1125(c)(2)(A) (emphasis 

added).  In other words, the mark must be famous as a trademark, not merely the name of a 

geographic area or Indian tribe.  See Vail Associates, Inc., 516 F.3d at 865 (Tenth Circuit 

distinguished the reputation of VAIL as a place to ski from VAIL as the source of plaintiff‟s 

services). 

Plaintiffs concede in their Response that to assert a viable dilution claim, plaintiffs must 

allege facts sufficient to show that they are “the owner[s] of a famous mark[.]”  15 U.S.C. § 

1125(c)(1)(emphasis added).  The Amended Complaint fails to allege sufficient facts, that, even 

if accepted as true, would support the legal conclusion that the term navajo is widely recognized 

by the general consuming public of the United States as a designation of source of goods.  

Plaintiffs argue that all they must show is that the “mark is famous in a specialized market.”  See 

Response at p. 19.  That is flatly wrong.  “By using the phrase “general consuming public” as the 

benchmark, the statute was amended to eliminate niche fame after publication of the case on 

which Plaintiffs‟ rely.  See Coach Services, Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1372 

(Fed. Cir. 2012).  Instead, “fame” demands an extremely stringent showing of overwhelming 

proofs.  Id. at 1373.  For instance, the Federal Circuit found that the COACH brand lacked fame 
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despite evidence of use since 1961, $3.5 billion in sales, expenditures of $30-60 million in 

advertising, hundreds of unsolicited media articles, 16 federal registrations and the existence of 

400 retail stores across all 50 states.  See id. at 1367, 1373-76.  Plaintiffs rely heavily on their 

registrations, but ownership of registrations is not proof of fame.  Id. at 1374.  Moreover, just as 

Plaintiffs were shown to be factually incorrect when they alleged in the Amended Complaint that 

the Navajo Nation does not use the Navajo name and trademarks in conjunction with alcohol, 

Dkt. 30 ¶ 63, Plaintiffs‟ allegation and argument that it has 86 federal registrations and that all 

but one of them have become incontestable, see Response at p. 5, is wholly unsupportable.  The 

named plaintiffs in this case have 31 registrations not 86.  Even if one considers registrations 

owned by non-parties that are possibly affiliated with the Plaintiffs, there are only 54.  And of all 

the registrations possibly attributable to the Plaintiffs in this case, only five are incontestable.  

See Ex. A, Squire-Holder Decl. at ¶¶ 4-6.  These errors should not be dismissed as trivial.  Of the 

nine registered trademarks asserted against the Defendants on pages 18 and 19 of the Amended 

Complaint, a search of the publically available USPTO database demonstrates that six have not 

achieved “incontestable” status.  See Ex. A (chart attached as Ex. 1 to Squire-Holder Decl.).
2
  

Factual allegations that are plainly contradicted should be dismissed out of hand by the court.  In 

fact, factual mistakes such as these by the party that is in control of the “alleged litigation facts” 

are enough reason for this Court to dismiss the Amended Complaint. 

Plaintiffs also rely heavily on their Internet web sites to show fame, but as of the date of 

the filing of the Complaint in this case not all of the Internet web sites listed in the Amended 

Complaint were even active, and of those that were, the items offered for sale were jewelry, 

calendars and rugs.  See Ex. A, Squire-Holder Decl. at ¶ 8.  While jeans were mentioned on a site 

                                            
2
  Plaintiffs also argue in their Response at page 22 that Reg. No. 3846651/Serial No. 78883232, which in part is 

limited to goods “sold only within the territory of the Navajo Nation”, is “not the subject of this lawsuit.”  Yet it is 

specified in paragraph number 54 of the Amended Complaint as a trademark that “Urban Outfitters has infringed.” 
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not named in the Amended Complaint, they were not offered for sale online when the Complaint 

was filed.  See Ex. A (printed webpage attached as Ex. 4 to Squire-Holder Decl.) 

Finally, and perhaps most importantly, the Amended Complaint contains no reference to 

(1) the extent and geographic reach of any advertising or promotion, (2) the geographic extent of 

Plaintiffs‟ sales, or (3) the extent of recognition of the NAVAJO marks, all of which are essential 

to a claim of fame.  See 15 U.S.C. § 1125(c)(2)(A).  Even after amending the Complaint, 

Plaintiffs still fail to allege facts sufficient to show that the term NAVAJO is a famous 

trademark.  Plaintiffs‟ dilution claim should, therefore, be dismissed with prejudice. 

3. COUNT IV (THE IACA) SHOULD BE DISMISSED WITH PREJUDICE 

In the Motion to Dismiss, Defendants argued that Plaintiffs should be estopped from 

alleging that Defendants‟ use of the term navajo in connection with clothing is a violation of the 

IACA.  See Dkt. 33 at p. 24.  Defendants argued that Plaintiffs‟ representation to the USPTO that 

the advertising, marketing, and sale of “clothing” is not covered by the IACA -- which allowed 

them to overcome the objection of the USPTO and secure issuance of Registration 2,237,848 -- 

warrants dismissal of Count IV to the extent Count IV accuses Defendants‟ use of the term 

navajo with clothing.  See Dkt. 33 at p. 24.  Plaintiffs counter that Defendants are taking the 

trademark filing out of context, but fail to articulate in any manner how the filing is taken out of 

context.  See Response at p. 23.  They do not because they cannot. 

“Where a party assumes a certain position in a legal proceeding, and succeeds in 

maintaining that position, he may not thereafter, simply because his interests have changed, 

assume a contrary position[.]”  See New Hampshire v. Maine, 532 U.S. 742, 748 (2001) 

(upholding dismissal of complaint on basis of judicial estoppel) (quoting Davis v. Wakelee, 156 

U.S. 680, 689 (1895)).  The purpose of the judicial estoppel doctrine is to “protect the integrity 

of the judicial process” by “prohibiting parties from deliberately changing positions according to 
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the exigencies of the moment.”  See New Hampshire, 532 U.S. at 750.  Judicial estoppel applies 

with force both to judicial and administrative proceedings.  See Matthews v. Denver Newspaper 

Agency LLP, No. 09-1233, 2011 U.S. App. LEXIS 11454, *26 (10th Cir. May 17, 2011) 

(applying judicial estoppel to position taken by plaintiff in Social Security Administration 

proceeding). 

For the legal doctrine to apply, a party‟s later position must be inconsistent with its earlier 

position, the party must have been successful in its earlier position such that acceptance of the 

second position would create the perception that either the first or the second court was misled, 

and the party seeking to assert the inconsistent position must derive an unfair advantage or 

impose an unfair detriment on the opposing party if not estopped.  See New Hampshire, 532 at 

750-51; see also Hicks v. Cadle, 436 Fed. App‟x 874, 878 (10th Cir. 2011)(holding judicial 

estoppel applies to a litigant‟s tactical about face in legal position).  This is exactly the situation 

we have in this case. 

Plaintiffs are estopped.  First, Plaintiffs cannot and do not dispute that the USPTO 

refused trademark Application Serial No. 75/977,971 because use of the term navajo in 

connection with clothing did not appear to be lawful to the USPTO under the IACA.  See Ex. A 

(copy of Office Action against Application Serial No. 75/977,971 attached as Ex. 6 to the Squire-

Holder Decl.).  Second, Plaintiffs cannot and do not dispute that the applicant overcame the 

USPTO refusal by arguing that the advertising, marketing, and sale of clothing did not fall 

within the intended purview of the IACA.  See Ex. A (copy of Response to Office Action 

attached at Ex. 6 to the Squire-Holder Decl.).  Third, Plaintiffs cannot and do not dispute that the 

PTO accepted this position which resulted in the issuance of Trademark Registration 2,237,848.  

See Ex. A (chart attached as Ex. 1 to Squire-Holder Decl. showing Registration 2,237,848 issued 
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April 6, 1999).  Fourth and finally, Plaintiffs cannot and do not deny that they now seek to move 

forward with a “tactical about-face” by alleging in the Amended Complaint that use of the term 

navajo by the Defendants in connection with clothing is a violation of the IACA.  See Dkt. 30 at 

¶ 106.  To add further jurisprudential insult to claimed injury, Plaintiffs also allege infringement 

by the Defendants in this case of Registration 2,237,848.  See Amended Complaint at ¶ 54.  

Clothing is either an “art work, craft or handcraft” under the IACA or its not.  Plaintiffs cannot 

have it both ways.  As such, Tenth Circuit precedent unequivocally holds that “judicial estoppel” 

should equitably bar the Plaintiffs in this case from asserting the IACA against any of the 

Defendants for their use of the term navajo in connection with clothing.  Hicks, 436 Fed. App‟x 

at 878.
3
 

4. COUNT VI (THE NEW MEXICO TRADEMARK ACT) SHOULD BE DISMISSED  

The New Mexico Trademark Act creates a cause of action for “the owner of a mark that 

is famous in this state[.]”  N.M. Stat. Ann. § 57-3B-15 (1978) (emphasis added).  In Guidance 

Endodontics, LLC v. Dentsply Int’l, Inc., 708 F. Supp. 2d 1209 (D.N.M. 2010), this Court 

observed that, “a link between the mark and the State seems essential to establish that the mark is 

famous for purposes of the New Mexico anti-dilution statute.” Id. at 1253-54.  In their response, 

Plaintiffs argue that their claim is sufficient because their territory spans 27,000 square miles.  In 

essence, they argue “we have a lot of land, so the fame of our trademark should be assumed.”  

But mere ownership of land is insufficient to show fame as a source of goods.  Plaintiffs‟ claim 

must, thus, be dismissed with prejudice. 

                                            
3
  Plaintiffs‟ argument that the Federal Regulations interpret the IACA as covering the clothing at issue in this case 

is also wrong.  See Dkt. 34 at p. 23.  The Federal Regulations identify “seal skin parkas, smoked moose hide 

slippers, calico ribbon shirts, wing dresses, and buckskins shirts,” none of which are accused in this case.  See 25 

C.F.R. § 309.15(b). 
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5. COUNT V (THE NMUPA) SHOULD BE DISMISSED 

Plaintiffs do not dispute that they are relying on a consumer protection statute to advance 

their own private interest.  They do not because they cannot.  Instead, Plaintiffs argue that 

Lohman v. Daimler-Chrysler Corp., 2007-NMCA-100, 142 N.M. 437, 166 P.3d 1091 (Ct. App. 

2007) permits such claims to be brought by competitors.  Plaintiffs‟ reliance on Lohman is 

misplaced.  Lohman was a class action case brought by consumers (owners of Daimler-Chrysler 

cars), not competitors.  The case is therefore inapposite.  Moreover, standing was never 

challenged in that case.  Accordingly, Plaintiffs‟ claim should be dismissed with prejudice. 

CONCLUSION 

For the reasons set forth in the Motion to Dismiss and this Reply, Defendants respectfully 

request dismissal of the Amended Complaint with prejudice. 

Respectfully submitted, 

 

BUTT THORNTON & BAEHR PC 

__/s/ Alfred L. Green, Jr.__________ 

Alfred L. Green, Jr., Esq. 

Post Office Box 3170 

Albuquerque, NM 87110 

Phone: (505) 884-0777 

Fax: (505) 889-8870 

E-Mail: AlGreen@btblaw.com 

 

 

Joseph A. Fink, Esq. 

DICKINSON WRIGHT PLLC 

215 S. Washington Square, Suite 200 

Lansing, MI 48933 

Phone: (517) 487-4711 

Fax: (517) 487-4700 

E-Mail: JFink@dickinsonwright.com 

H. Jonathan Redway, Esq. 

Nicole M. Meyer, Esq. 

DICKINSON WRIGHT PLLC 

1875 Eye Street, N.W., Suite 1200 

Washington, D.C. 20006 

Phone: (202) 457-0160 

Fax: (202) 659-6924 

E-Mail: JRedway@dickinsonwright.com 

 

Attorneys for Defendants 
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CERTIFICATE OF SERVICE 

I HEREBY CERTIFY that on the 7
TH

 day of August, 2012, I filed the foregoing 

electronically through the CM/ECF system, which caused the following parties or counsel to be 

served by electronic means, as more fully reflected on the Notice of Electronic Filing: 

 

 
Brian L. Lewis 
blewis@nndoj.org 
 
Henry S. Howe 
hhowe@nndoj.org 
 
Karin Swope 
kswope@kellerrohrback.com 
 
Mark Griffin 
mgriffin@kellerrohrback.com 
 
 
 
 
 
              /s/ Alfred L. Green, Jr.  

     Alfred L. Green, Jr. 
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